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3      AMENDMENT  OF  TRADE-MARK  ACT. 


■  COMMITTKE  OX  PaTKNTS, 

£  House  of  Representatives, 

Washington,  D,  C,  Wednesday,  January  21,  1920. 

Tiio  committee  met  at  10.30  o'clock  a.  m.,  Hon.  John  I.  Nolan 

(chairman)  presiding. 

The  Chairman.  We  have  up  for  consideratio^^.  H.  R.  7157,  intro- 
duced by  Mr.  Merritt.    You  may  proceed,  Mr.  Merritt. 

STATEMENT  OF  HON.  SCHUYLER  MERRITT,  A  REPRESENTA- 
TIVE IN  CONGRESS  FROM  NEW  YORE. 

Mr.  ^Ierritt.  Mr.  Chairman,  this  hill  that  was  introduced  by  me 
is  intended  primarily  to  give  iVmerican  manufacturers  and  bushxess 
men  certain  protection  aT)road  wiiich  tliey  have  not  now  under  the 
law,  and  it  does  not  in  ai\y  way  affect  anybody's  rights  in  this  country, 
so  that  it  is  fair  to  say,  I  think,  that  the  bill  can  only  be  to  the  advan- 
tage of  American  business  and  can  nor  be  prejudicial  to  anyone  what- 
ever. It  has  to  do  with  a  clause  of  the  existing  law,  which  provides 
that  any  concern  which  has  a  trade-mark  which  has  been  used  by 
the;n  for  10  years  prior  to  1905  can  register  that  mark  here,  not- 
withstanding certain  provisions  of  the  law  which  would  make  it  non- 
registerable  if  it  had  not  been  used  during  the  time  stated  in  that 
clause.  Those  concerns  which  have  established  valuable  trade  names 
and  trade-marks  occasionally  wish  to  go  into  other  Hues  of  goods, 
and  I  understand  from  the  lawyers  who  are  expert  in  that  kind  of 
business,  some  of  whom  are  present,  tliat  it  is  somewhat  doubtful, 
it  is  not  certain,  under  this  law,  that  they  are  not  entitled  to  the  use 
of  registration  in  connection  with  these  new  lines.  But  the  object  of 
this  bill  is  simply  to  do  away  with  that  uncertainty.  Of  course, 
there  are  a  great  number  of  concerns  in  this  country  who  have  trade- 
marks which  would  be  now  not  registerable,  but  which  are  well  known, 
as,  for  example,  in  my  own  State,  the  Seth  Thomas  clocks.  That  is 
a  name  known  all  over  the  world.  There  was  a  time  when  every 
house  in  China  and  Japan,  if  they  had  a  house,  had  several  Seth 
Thomas  clocks  in  it.  It  has  been  the  fact  also  that  the  Germans  have 
copied  those  clocks  and  copied  the  trade-marks  and  trade  names,  and 
under  existing  law  there  has  been  no  wav  to  prevent  that. 

Just  one  example,  to  enable  you  gentlemen  to  visualize  the  prob- 
lem; there  are  certain  well-known  names  as,  for  instance,  Baker's 
Chocolate,  Clark's  Thread,  Kingsford's  Starch,  HaU's  Safes,  Pillsbury 
Flour,  and  the  Singer  Sewiixg  Machines.  For  example,  if  tlie  Baker's 
Chocolate  people  should  decide  to  make  some  kind  of  candy,  it  seems 
p«fectly  proper  that  they  should  have  the  protection  of  theifname  as  a 
guaranty  of  purity  and  excellence  and  be  able  to  use  it  in  foreign  com- 
merce and  have  it  protected,  or  for  the  Clark's  Thread  people,  if  they 
want  to  m^e  twine,  or  the  starch  people  if  they  want  to  make  com 
sirup,  or  the  safe  people,  if  they  want  to  make  bank  locks,  to  do  the 
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same.  There  is  no  reason  why  the  nam©  which  they  have  established 
through  generations  of  work  and  generations  of  existence  should  not 

be  protected. 

Mr.  MacCrate.  The  provision  that  if  a  name  has  been  used  on  an 
article  some  time  is  the  only  reason  why  the  trade-mark  is  any  good 
to  the  puhlic.  It  is  the  public  that  is  concerned.  If  they  start  in  a 
new  line,  the  public  have  not  any  guaranty,  simply  because  they 
have  heen  good  chocolate  makers  and  good  thread  makers,  that 
necessarily  they  will  he  good  in  candy  and  twine. 

'Sir.  Merritt.  Of  course,  they  have  not  any  guaranty  that  because  * 
a  man  lias  made  good  cliocolate  he  is  going  to  keep  on;  but  a  business 
man  s  reputation  is  his  principal  asset,  and  if  he  has  a  good  reputation 
in  one  line  he  is  going  to  keep  it  in  all.  So  far  as  this  country  is  con- 
cerned, he  has  his  right  under  the  common  law.  The  committee 
should  bear  in  nnnd  tliat  what  is  pro])osed  in  the  bill  does  not  change 
anyhody  s  rights,  either  the  consumer's  of  the  manufacturer's  in  this 
country.  Naturally,  the  lines  w^ould  be  related  in  some  way  or 
another.  For  instance,  the  manufacturer  of  safes  would  not  under- 
take to  manufacture  the  chocolate,  or  vice  versa;  but  it  does  seem 
necessary  in  these  days  when  the  manufacturers  have  got  to  go  abroad 
in  order"to  keep  tlieir  works  going  and  their  men  employed,  it  does 
seem  proper  that  the  conunittee  should  do  whatever  might  be  neces- 
sary to  protect  them  against  these  foreign  pirates  who,  the  committee 
knows,  i]i  other  directions  are  so  active  in  trying  to  steal  names. 

I  will  not  take  the  time  of  the  committee  to  go  lurtlier  mto  detad, 
hut  will  ask  these  gentlemen,  who  represent  various  interests,  to  state 
what  they  can  to  enlighten  the  committee  further  on  the  matters  to 
which  this  bill  relates.    I  will  introduce  Mr.  Parker. 

The  Chairman.  Proceed,  Mr.  Parker. 

STATEMENT  OF  MR.  ALBERT  E.  PARKER,  GENERAL  PATENT 
SOLICITOR,  NEW  YORK  CITY,  REPRESENTING  THE  MER- 
CHASTS'  ASSOCIATION  OF  NEW  YOBK. 

Mr  Parker.  I  represent  the  Merchants'  Association  in  regard  to 
this  bill.  The  Merchants'  Association  in  New  York,  as  you  know, 
Mr.  Chairman,  is  an  organization  composed  of  about  6,000  of  the 
leading  manufacturers  and  merchants  in  New  York  City.  The 
members  have,  of  course,  many  trade-marks  and  many  of  them  are 
registered  iunder  the  present  statute,  and  quite  a  large  number  of 
the  marks  are  registered  under  the  10-year  clause  which  this  bill 
refers  to.  The  Commissioner  of  Patents,  unfortunately,  is  not  able 
to  furnish  us  with  a  complete  list  of  the  registrations  which  have 
been  effected  under  this  10-year  clause,  without  an  elaborate  search. 
They  have  no  separate  registry  of  the  10-year  registrations,  but  I 
have  a  number  of  cases  before  me  where  the  bill  in  question  would 
oflFer  some  remedy,  and  I  would  like  to  cite  these  as  typical  examples 
only  of  what  would  be  provided  for  here. 

For  instance,  there  is  the  Remington  Arms  Co.,  a  large  corporation 
that  has  been  in  existence  for  a  great  many  years— I  think  perhaps 
over  a  century— and  has  been  manufacturing  various  war  equip- 
ment and  during  the  war  has  extended  its  factories  on  a  very  large 
scale;  but  now  that  the  war  is  over,  they  are  looknig  around  for  new 
lines  of  manufacture,  so  that  they  can  employ  the  men,  and  the 
womm,  too,  wiio  have  been  educated  up  to  their  work,  and  so  that 
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thev  can  use  the  machinery  that  has  been  purchased  for  war  work 
alone  these  new  lines  of  manufacture.  They  have  under  coii- 
sidOTation  two  or  three  diflEerent  lines  of  industrv  that  they  want  to 
go  into,  and  where  they  have  the  registration  for  the  word  Kem- 
meton,"  they  want  to  be  in  a  position  where  they  can  obtain  addi- 
tional registration  for  the  other  goods  which  they  will-manufacture. 

The  Remington  Co.  has  a  reputation  for  puttmg  out  a  good  line 
of  goods  Md^ey  feel  if  they  go  into  another  Ime  of  manufacture  they 
ought  to  be  in  a  position  to  protect  that  additional  hne  of  goods  and 
obtain  the  registration  abroad  for  these  goods,  which  wi  1  go  out 
under  the  name  of  "Remmgton,"  and,  of  course,  wdl  have  the 
reputation  of  the  Remington  Co.  back  of  them.  At  the  present  time 
they  have  no  means  of  getting  that  protection.  Mr.  Bright,  who  is 
present  here,  represents  the  Dupont  Co.,  which  is  another  instance 
where  a  company  has  been  doing  a  great  deal  of  war  work  troin 
which  it  is  now  released  in  regard  to  a  large  number  of  its  employees, 
so  that  it  can  set  up  the  manufacture  of  a  lot  of  outside  things  that 
have  really  nothing  to  do  with  munitions  of  war.  They  are  con- 
stantly expandmg  into  new  lines  and  wish  to  be  in  a  position  to  pro- 
tect the  other  goods  of  that  company  under  the  brands  that  they  put 

*^^Again,  for  instance,  there  is  the  Worthington  Pump  Co.,  one  of  the 
largest,  if  not  the  largest,  pump  manufacturer  in  the  world  I  hev 
have  a  number  of  trade-marks.  The  main  trade-mark  is  the  word 
"Worthington,"  which  has  a  reputation  throughout  the  world. 
The  Worthington  Co.  is  extending  into  a  great  many  hues  of  goods 
not  manufactured  in  the  past,  and  their  ramifications  go  mto  every 
corner  of  the  world.  They  are  not  in  a  position,  however,  under 
these  extended  goods,  to  register  the  word  "  Worthington  in  foreign 
countries,  so  as  thereby  to  prevent  the  piratmg  of  the  trade-marks 
in  those  countries,  by  reason  of  the  fact  that  they  can  not  register 
the  word  "Worthington"  in  the  United  States  for  sneh  extended 

^^Another  case  would  be  the  Perkins  Electrical  Manufacturing  Co. 
They  have  the  word  "Perkins"  registered  under  the  10-year  clause 
and  are  constantly  extending  into  other  lines  and  want  to  be  in  a 
position  to  protect  those  additional  lines.  Another  well-known  trade- 
mark is  that  of  the  Bryant  Electrical  Co.  They  have  reptered  the 
word  "Bryant"  and  are  constantly  bringing  out  new  lines. 

The  Westinghouse  Electric  &  Manufacturing  Co.,  one  of  the  largest 
electrical  concerns  m  the  world,  has  registered  the  name,  "Westing- 
house  "  and  wish  to  be  in  a  position  to  extend  the  registration  for 
their  additional  goods.  This  biU,  if  enticted,  would  enable  the  large 
number  of  American  manufacturers  who  have  this  kmd  of  tragic  mark, 
to  extend  those  registerable  under  the  general  part  of  the  statute,  as 
proviiled  for  specifically  under  this  10-year  user  clause,  so  as  to  pro- 
tect the  trade-marks  in  the  United  States  for  the  extended  goods, 
and  then  to  get  from  the  Patent  Office  the  certificates  of  registration 
in  the  Patent  Office  here,  so  that  they  can  register  m  foreign  countri^. 

An  ins  t  a  m  e  of  the  danger  which  American  concerns  are  liable  to 
run  into  is  the  case  in  Portugal,  that  has  become  so  notorious  ]mt 
recently.  Here  is  a  man  in  Portugal  who  has  applied  to  register  the 
trade-marks  of  43  of  the  leading  automobile  manufacturers  of  t^ 
Ignited  States.  The  automobile  business,  of  course,  compared  with 
many  others,  is  comparatively  young,  so  that  many  of  these  43 
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marks  that  have  been  taken  by  this  man  in  Portugal  were  not 
registered  under  the  10-year  clause.  I  am  just  citing  that  as  an 
example  of  what  may  happen  in  other  lines  of  industry.  If  these 
43  firms  had  been  able  to  register  under  the  10-vear  clause  and  had 
extended  their  lines  of  goods,  for  instance,  in  connection  with  other 
items  such  as  tires  or  parts  of  vehicles  or  motor  cycles,  they  would 
not  be  in  a  position  at  the  present  time  to  register  their  marks  abroad 
for  the  extended  goods  because  in  most  instances  those  marks  are 
surnames  or  geographical  names  and  are  not  registrable  in  the 
United  States  except  under  the  10-year  clause.  We  want  to  be  in 
a  position  to  protect  all  that  class  of  trade-marks  here  and  enable 
the  owners  to  file  their  applications  in  foreign  countries  where  the 
United  States  certificates  are  needed.  A  large  number  of  countries 
do  not  require  these  Patent  Office  certificates,  but  probabl}^  between 
30  and  40  countries — I  can  not  give  the  exact  number — require 
certificates  from  the  domestic  country  to  show  that  the  mark  is 
owned  by  that  corporation  here. 

Mr.  Merritt.  Is  that  true  mostly  of  South  American  countries  ? 

Mr.  Parker.  It  is  true  as  to  about  one-half  of  the  South  American 
countries,  and  it  is  true  not  only  as  to  countries  that  are  considered 
deliberately  piratical  but  as  to  countries  that  protect  the  first  to 
use  trade-marks. 

Mr,  Merrttt.  What  is  the  condition  in  the  East  and  in  Japan? 

Mr,  Parker.  In  Japan  you  can  get  re^try  without  having  to 
deposit  a  home  certi&cate,  but  if  the  mark  is  of  the  character  I  have 
been  speaking  about,  such  as  surnames,  the  application  goes  through 
much  more  readily  if  you  are  in  a  position  to  file  a  certified  copy  of 
your  domestic  registration.  In  Australia  and  New  Zealand,  these 
marks  would  not  be  registrable  under  the  present  statute,  hut  the 

{)robability  is  that  statutes  along  the  lines  of  the  new  English  legis- 
ation  will  be  put  on  to  the  statute  books  and  enable  them  to  be 
re^teired  even  without  any  extensive  use. 

I  have  a  typical  case  that  I  did  not  mention  in  regard  to  this  class 
of  trade-marfe,  and  that  is  the  word  "Fischer."  It  is  the  mark  of 
one  of  the  best  known  American  pianos,  upright  and  grand  pianos 
axid  plavOT  pianos,  and  that  concern  wishes  to  extend  its  good  into 
a  line  oi  music  rolls  and  even  sheet  music,  and  wishes  to  be  able  to 
put  its  trade-mark  on  these  goods  and  to  extend  the  registration  that 
it  would  have  in  this  country  to  its  additional  goods  abroad,  but 
imder  the  10-year  clause  they  are  only  ^titled  to  registration  for 
the  particular  goods  used  prior  to  1905. 

I  think  that  covers  the  ground  so  far  as  I  have  facts  hearing  directly 
on  the  class  of  trade-marks  covered  by  this  bill. 

Mr.  MaIjCbate.  Do  you  know,  for  the  information  of  the  com- 
mittee, the  underlying  reason  for  this  10-year  clause  originally? 

Mr.  Parkee.  It  was  to  enable  this  very  thing  to  be  done  that 
we  fffe  seeting  to  do  now.  I  mean  it  was  definitely  provided  for 
80  as  to  enable  the  American  manufacturer  to  obtain  these  rc^tra- 
tions  in  foreign  countries,  and  tibius  prevent  the  piracy  of  his  mark. 
It  is  just  an  ^tension  of  that  particular  arrangement  that  we  are 
seeking,  so  that  we  can  get  protection  for  addOitiona)  goods  upon 
which  the  mark  has  been  used  since  1905.  In  a  way  it  seems  ridicu- 
lous that  there  should  be  a  line  drawn  at  1905.  It  mi^t  just  as 
well  have  been  provided  for  that  this  could  be  done  at  any  time  in 
the  future;  in  other  words,  the  bill  mi^t  have  provided  fw  the 
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registration  of  any  trade-mark  that  had  in  fact  been  used  for  any 
period  of  five  years,  and  if  that  had  been  in  the  act  of  1906  we  would 
then  have  been  in  a  position  to  protect  these  trade-marfa  after  five 
years'  use.  Mv  feeling  in  the  mattw  is  that  even  a  two-year  use 
would  be  of  advantage;  anything,  in  fact,  Hiat  can  be  establifliied 

as  a  trade-mark.  ,    ^        x-  j 

Mr.  MacCrate,  In  1905  the  statute  was  apphed  at  the  tune  and 
they  fixed  the  date  of  passage  of  this  statute  as  the  date  at  which 

it  should  operate.  .  ,        ^   x  xi.  \ 

The  Chairman.  Did  that  law  cover  the  article  that  at  tlie  present 

time  would  not  be  valuable  as  a  registered  trade  mark  on  acoomit 

of  having  been  used  for  10  vears? 
Mr.  Parker.  I  think  not.    It  was  only  for  the  registration  of 

the  trade-mark  that  had  been  used  for  10  years  prior  to  1905  on 

any  kind  of  goods.  ^ .  ■■     *  i 

The  Chairman.  But  under  the  law  certam  kinds  of  marks  are 

not  registrable  ?  '      ^  .  ,  i    •  i  xi 

Mr.  Parker.  Surely.    It  is  clear  that  the  special  legislataon  was 

to  enable  a  mark  to  be  recognized  throughout  the  United  States. 
The  Chairman.  Whether  it  was  descriptive  of  an  article  or  noti 

Mr.  Parker.  Yes.  ^         ,     xt_  x 

The  Chairman.  But  it  did  cover  any  articles  under  the  present 

law  that  were  being  used  for  10  years  prior  to  1905  ?    It  did  cover 

any  nonregistrable  trade-marks, 
Mr.  Parker.  Surely. 

The  Chairman.  If  you  want  to  get  at  that  why  not  amend  the 
law  and  have  the  law  in  this  country  apply  as  it  does  in  some  other 
countries,  just  simplv  the  registration  of  the  mark,  whether  it  is 
descriptive  of  an  article  or  not?  If  vou  want  to  go  that  far  you 
are  going  to  open  up  a  way  to  a  wide  field. 

Mr.  Parker.  That  is  going  a  little  too  far. 

The  Chairman.  Whv  sav  two  vears  or  why  say  any  time,  or  why 
go  back  between  1895^  and  1905  and  give  men  who  have  got  to-day 
trade-marks  subject  to  registration  the  benefits  of  this  10-year  clause? 
Why  not  bring  it  up  to  date,  and  say  that  any  man  who  has  got  a 
mark  in  this  country  that  is  nonregistrable  under  the  laws  to-day 
that  he  shall  have  the  same  rights  that  these  other  people  have? 

Mr.  Parker.  That  is  extending  the  propositions  under  the  bill, 
but  there  is  a  general  feeling  that  some  provision  of  that  kind  might 
be  of  considerable  advantage,  particularly  in  view  of  tins  piracy 

abroad.  .  .    .  i 

The  Chairman.  You  would  not  give  the  Remington  people  or 

the  Westinghouse  people  or  anv  of  the  rest  of  these  concerns  that 

you  speak  of  additional  protection  now  that  they  are  not  entitled 

to  under  the  laws  simplv  on  account  of  them  going  into  another  held  ? 
Mr.  Parker.  It  would  give  them  the  protection  that  they  are 

entitled  to  under  the  common  law  of  the  United  States,  that  is  all  that 

I  would  give  them. 

The  Chairman.  But  vou  give  them  under  the  act  of  February  20, 

1905,  protection  upon  the  articles  that  were  not  registrable  as  trade- 

marks* 

Mr.  Pakkeb.  I  do  not  give  them  aiiy  more  than  they  would  get 
under  the  common  law. 

The  Chaibman.  The  reason  that  it  was  given  to  them  was  because 
they  had  used  it  for  10  years  or  more  prior  to  that  tune,    lhat  was 
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the  reason  for  that.  Then  the  line  was  drawn,  and  since  that  time 
nobody  cwi  get  a  trade-mark  registry  unless  it  complies  with  the  law. 
Why  should  we  give  to  these  men  trade-mark  protection  in  other  lines 
that  they  engage  in  unless  they  come  in  under  our  law  to-day  and  get 
trade-mark  protection)  ,     ,  ^ 

Mr.  Pabkeb.  They  are  protected  under  the  law  mdependently  of 

the  statute. 

The  Chaieman.  Now,  their  trade-mark  protects  them  m  certain 
lines  of  goods,  but  if  they  come  in  before  the  Commissioner  of  Patents 
to-day  and  ask  for  trade-mark  registration  for  articles  that  are  de- 
scriptive etc.,  they  cMi  not  be  entitled  to  trade-mark  protection. 

Mr.  Pabkeb.  that  is  true.  .  . 

The  Chaibman.  Of  course,  that  is  a  trade-mark  name;  it  is  not 

descriptive  of  any  Mtide. 

Mr.  Pabkeb.  But  it  is  not  registrable  even  so. 

Mr.  Mebbttt.  Mr.  Chairman,  do  you  not  think  that  this  committee 
and  Congress  should  guard  themselves  most  i^ainst  confusing  the 
existing  legal  rights  that  a  manufacturer  has  as  against  domestic 
competition,  un&  trade  competition,  and  the  rights  which  he  has 
by  reason  of  the  registration,  to  get  protection  ip  foreign  countries? 

Mr.  Pabkeb.  You  have  got  to  diflferentiate  between  the  rights  in 
this  country,  which  are  not  going  to  be  extended  by  this  bill,  and  the 
rights  in  foreign  countries,  so  as  to  protect  American  trade  which  is 
to  the  benefit  of  everybody  in  this  country  as  against  foreign  pirates. 

Mr.  MacCrate.  This  is  the  thing  in  my  mmd.  There  are  a  great 
many  other  people  who  have  extended  their  operations  during  the 

war  ? 

Mr.  Parker.  Yes. 

Mr.  MacCrate.  Who  would  apply  to  register  names,  but  because, 
prior  to  1905  for  10  years,  they  did  not  have  that  trade  name  whida 
was  registrable,  they  now  can  not  have  it. 

Mr.  Merritt.  I  think  the  law  ought  to  be  amended  to  extend  to 

them.  ,  11  X 

The  Chairman.  Then  you  would  not  have  any  law  at  all  except 

simply  a  registration. 

Mr.  Merritt.  That  is  what  I  think. 

The  Chairman.  If  you  want  to  do  that,  why  not  let  us  open  up  the 
whole  question  of  trade-mark  registration  and  get  it  down  to  a  definite 
thing  of  just  simply  taking  everybody  in,  whether  tiie  article  is 
descriptive  or  not,  and  file  in  the  Patent  OflSce  application  for  regis- 
tration? ,  .      ,     ,       •  T  1 

Mr.  Merritt.  That  is  what  was  covered  m  the  hearings.  1  taiow 
two  or  three  instances  where  the  commissioner  said  that  would  be 
desirable.    That  is  just  the  point. 

The  Chairman.  No:  they  did  not  go  that  far  on  that  propositMMi, 
but  what  he  had  in  mind  was  in  amending  the  law  of  this  country  as 
far  as  our  trade-marks  are  concerned,  but  where  a  mark  was  non- 
registrable  they  be  permitted  to  come  here  and  register  wid  get  pro- 
tection in  other  countries  not  under  our  own  laws.  We  were  wilUng 
to  have  the  manufacturer  get  protection  in  other  countaries  but  not 
give  them  that  same  protection  in  this  country. 

Mr.  Merritt.  That  is  right. 

The  Chairman.  That  is  not  a  consistent  way  of  lookmg  at  things. 
I  am  not  sticklish  of  the  law  as  passed.  If  it  is  good  for  one  it  is  good 
for  another. 
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Hfr.  Merritt.  I  agree  to  that. 

The  Chairman.  We  ought  to  have  a  general  statute  or  amendment 
to  the  laws  that  would  be  as  liberal  in  registering  trade-marks  in  this 
country  as  thev  are  in  other  countries. 

Mr.  Merritt.  Mv  theories  about  introducing  this  bill  were  this, 
not  that  I  do  not  agree  with  the  point  raised  by  the  gentlemen  on  the 
other  side  of  the  table,  because  I  think  that  is  right,  but  it  was  a  case 
of  a  single  step  concerning  which  I  thought  there  could  be  no  question 
of  advantage  and  no  ha-m  to  anvbody:  it  is  a  step  which  is  necessary 
because  to-day,  as  Mr.  Parker  pointed  out,  Avith  the  trade-mark 
pirates  already  busy,  and  certainly  we  do  not  want  to  protect  them. 
They  are  filing  American  well-known  trade  names  in  foreign  coun- 
tries, and  when  a  man  comes  up  to  a  country  with  a  cargo  of  his  own 
goods,  he  can  not  land  it,  because  he  is  subject  to  having  them  con- 
fiscated. That  is  certainly  not  to  the  advantage  of  this  country  at 
all.  I  thought  that  this  bill  would  permit  a  step  to  the  class  of  people 
already  allowed  to  registei-  under  the  law,  and  therefore  there  would 
be  no  question  about  that,  and  that  the  laiger  question  of  allowing 
everybody  else  to  register  might  come  up  separately. 

The  Chairman.  The  fact  of  the  matter  is  that  lecent  court  deci- 
sions are  to  the  effect  that  registration  of  a  valid  trade-mark  m  the 
Patent  Office  does  not  mean  trade-mark  protection  unless  it  is  in 
graieral  use. 

Mr.  MEBBrrx.  I  agree  to  that. 

The  Chaibman.  And  throughout  the  country  a  man  has  pi  otectioii 
only  in  the  section  of  the  country  where  he  has  used  his  maik,  so  that 
he  has  no  real  valid  trade-mark  protection. 

Mr.  Mebbttt.  I  think  that  is  a  fair  proposition.  The  lawyer  s  here 
will  correct  me  if  I  am  wrong  when  I  say  that  the  present  lav.-s  f  oi-  the 
registry  of  trade-marks  ^ve  no  additional  protection  in  this  coiintiy 
other  than  what  you  have  under  the  common  law.  Is  that  correct  ( 

Mr.  Pabkeb.  That  is  true. 

Ml-.  Merritt.  Therefore,  the  committee  in  considering  any  bill  on 
this  subject  should  simply  consider  that  with  reference  to  protection 
of  the  American  in  foreign  countries.  I  think  that  anybody  who  wants 
to  go  into  foreign  trade  and  wants  to  protect  there  the  use  of  his  own 
name  ought  to  have  the  right  to  sunply  register  it  here  simply  as  a 
basis  for  getting  foreign  registration. 

The  Chairman.  The  unfortunate  part  of  this  bill  is  that  it  only  rec- 
ognizes spedai  rights  of  individuals  under  the  law  of  1905. 

Ml-.  MERRrrx.  That  is  right.  I  do  not  think  that  is  an  objection  to 
this  bill.  So  far  as  I  am  concerned,  I  would  be  delighted  to  have  it 

The  Chairman.  I  do  not  know,  myself,  whether  there  is  any  other 
objection  to  it,  because  I  am,not  familiar  enough  with  conditions,  but 
opening  up  a  subject  of  that  kind  necessarily  means  that  this  com- 
mittee will  have  to  be  enlightened  upon  the  thing  as  a  whole  and  have 
to  get  the  Commissioner  of  Patents  here  and  others. 

Mr.  Merbitt.  I  am  siire  that  as  far  as  Uiey  are  concerned  there  will 
be  no  possible  objection  to  enlai^ing  it.  •         ,  n 

Mr.  Pabkeb.  That  is  entirely  true,  and  the  Commissioner  of  Pat- 
ents stated  that  his  attitude  would  be  entirely  helpful  and  he  would 
do  anything  he  could  to  obtain  the  enactment  of  a  measure  which 
would  do  exactly  what  the  chakmaa  has  su^ested  here. 
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STATEMEHT  OP  KlMiEOBGE  D.  SEYMOUE,  OF  NEW  HAVEN, 

comr..  SEPSEsimxe  the  wivchestee  EEPEATisra 

ABKS  CO. 

Mr.  Setmoub.  I  am  a  Connecticut  Yankee.    I  wish  to  say  a  word 
for  the  Winchester  Co.  in  regard  to  what  Mr.  Merritt  has  stated  on 
the  question  of  trade-mark  policy.    I  was  brought  up  in  the  town  of 
Bristol,  Conn.,  from  which  the  entke  clock  industry  of  this  country 
emanated.   We  claim,  indeed,  there  to  have  developed,  m  connection 
with  the  production  of  cloclcs  by  machinery,  what  Gen.  "Joe  "  Hawley 
used  to  talk  about  in  all  of  his  campaign  speeches,  as  the  "great 
American  principle  of  intCTchangeabihtv  of  parts"  which  is  now,  of 
course,  in  use  throughout  the  entire  world,  and  which  we  claim  m  my 
part  of  the  State  was  developed  in  connection  with  the  duplication 
of  clock  wheels.   In  New  Haven,  where  I  now  live,  they  claim  that 
it  was  devdoped  by  Eli  Whitney,  in  connection  with  the  manufacture 
of  guns  for  the  Government,  back  in  the  early  days.    As  I  was 
brought  up  in  Bristol,  of  course,  I  heard  a  great  deal  aU  my  boyhood 
on  the  subject  of  clocks.   My  father  was  an  inventor  of  machmery 
for  making  clocks.   Bristol  manufacturere  sold  at  that  tame  a  great 
many  clocks  m  South  America,  in  China,  and  Japan.    The  Bristol 
clocks  were  very  laigely  exported  also  to  England.    This  havmg  been 
a  subject  in  which  I  had  been  interested  from  my  childhood,  when  1 
finally  went  to  China  and  Japan  20  years  ago,  on  a  tnp  around  the 
world  with  Gifford  Pmchot,  I  took  pains  to  see  what  clocks  were  on 
sale.    So  I  put  my  head  into  every  shop,  big  and  little,  that  I  could 
find  where  I  saw  a  clock  displayed  for  sale.   I  was  very  much  sur- 
prised at  what  I  found  out  about  those  clocks,  and  when  I  got  home 
I  ^ave  an  address  to  the  chamber  of  commerce  m  the  small  country 
town  of  Bristol,  on  "Familiar  Faces  in  China  and  Japan.    J^o  one 
knew  beforehand  what  I  was  going  to  talk  about;  what  I  did  talk 
about  was,  that  in  the  small  shops  in  China,  Jap^,  and  the  Ji'hiUp- 
pines,  I  saw  exact  Japanese  imitations  of  exact  German  mutations 
of  clocks  that  originated  in  Bristol  and  in  New  Haven,  Conn,  ihe 
explanation  of  this  was  that  German  clock-makers  in  the  Black  Forest 
had  copied  clo(  ks  made  for  the  export  trade  m  Bristol  and  New 
Haven  and  sent  tliem  to  the  Far  East  into  our  ongmal  naarket.  ia 
this  way  the  Gerniuu  pirates  knocked  out  our  Connectifiut  export 
trade  in  clocks.    These  German  imitations  copied  our  trade  names 
and  trade-marks,  of  course.    Then  the  Japanese,  who  are  the  Tan- 
koes  of  the  East."  })eat  the  Germans  at  their  own  game.    Ihe  Jap- 
anese went  to  work  and  imitated  the  German  imitafeons  of  Yankee 
clocks  and  drove  the  German  clocks  out-of  the  market.   Now,  there 
was  no  way  to  stop  all  this.    The  trade-mark  laws  were  too  imperfect 
to  enable  that  game  of  double  piracy  to  be  stopped,  and  our  Amencan. 
export  trade  in  clocks  was  practically  destroyed. 

One  of  my  ])rothers-in-law  is  to-day  a  very  large  manufacturOT  of 
Yanlree  clocks  and  Yankee  watclies.  Ifis  firm  id  The  E.  Ingraham 
Clock  Co.  They  have  a  large  estaUishment,  employ  a  g^oatmmj 
hands,  and  ])ayhigh  wages.  I  said  to  him  the  other  day:  Whg  do 
you  not  be^n'the  export  of  clocks  again.  Would  not  that  afford  wi 
"outlet  for  vour  product  of  to-day  ^"  He  turned  to  me  and  said^ 
"Geor"e  I  could  without  any  difficulty  build  up  an  enormous  export 
trade  in  our  clocks  and  watches,  but  that  would  be  time  and  labor 
lost,  because  as  soon  as  the  Germans  get  on  then-  feet  agam,  they  wiU 
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wroduce  clocks  in  the  BIa<  ]-:  Forest  so  mucli  cheaper  than  I  can  pro- 
duce them  that  they  would  almost  immediately  take  the  foreign 
trade  which  I  had  so"  carefully  built  u])  away  frorn  me  again.  There 
is  no  use  of  going  into  the  export  trade.    I  could  not  hold  it." 

Now,  behind  all  this,  you  have  the  trade-mark  question.  Trade- 
mark legislation  of  some  character  is  desirable  to  protect  the 
manufacturer. 

The  Chaikman.  On  the  question  of  the  Germans  takmg  a\vay  that 
trade  this  gentleman  mio;ht  build  up,  has  it  been  built  up  on  his  trade- 
mark or  built  up  on  his  ability  to  sell  clocks  at  a  certainprice  ? 

Mr.  Seymour.  It  was  built  up  on  both,  I  suppose.  _  The  clocks  of 
this  company,  the  Ingraham  company,  have  a  very  high  reputation 
for  quality  and  the  pirate  is  all  the  time  grafting  on  that  reputation. 

The  Chairman.  What  I  meant  was.  when  the  Germans  get  started 
again,  they  would  be  able  to  produce  clocks  so  much  cheaper.  Sup- 
pose they  produced  a  similar  clock  without  the  trade  name  and  sold 
it  cheap."   What  advantage  would  there  be  in  the  trade  name  ? 

Mr.  Sey>iour.  I  think  there  would  be  an  important  advantage  in 
the  trade  name,  because  buyers  of  foreign  goods,  especially  in  the  Far 
East  and  in  South  America,  as  is  shown  by  all  of  our  consular  reports, 
as  I  read  them,  examine  the  goods  that  "they  buy  very  minutely  for 
characteristic  markings. 

The  Chairman.  That  is  exactly  what  I  wanted  to  get  at.  Do  they 
pay  much  attention  to  the  trade-marks  ? 

iSi.  Seytviour.  According  to  the  reports  of  our  consuls  they  pay 
great  attention  to  tradeHooarks  and  trade  names.  Am  I  not  right  in 
that,  Mr.  Merritt  ? 

Mr.  Merritt.  I  think  so,  absolutely.  That  is  especially  true  in 
the  East,  Mr.  Chairman. 

Mr.  Seymouk.  I  have  spoken  at  length  of  clocks  because  Mr. 
Merritt  r^erred  to  the  clock  business,  in  which  I  am  very  much  inter- 
ested. I  seem  to  have  in  my  brother-in-law's  refusal  to  go  into 
export  business  again  an  intesreBting  sidjelight  on  the  question  of 
foreign  trade-marks. 

Now,  before  I  get  to  my  real  subject,  I  would  like  to  speak  of  a 
foreign  experience  with  the  Winchester  company.  I  have  been 
adviaing  that  company  about  patent  affairs  and  trade-marks  for 
many  years.  They  have  a  great  prestige  throughout  the  entire  world 
for  their  products,  and  their  nuue  is  pirated  all  the  time  in  the  line 
of  guns  and  ammunition  and  in  many  other  lines  of  goods,  and  par- 
ticularly lines  of  goodb  that  are  sold  in  hardware  stores,  where  guns 
and  ammunition  are  sold.  They  sell  a  great  many  goods  abroad, 
and  I  remember  eight  or  ten  years  ago  thej'^  consulted  me  about  the 
poEeibility  of  a  suit  to  be  forou^t,  I  think  in  Bohemia,  against  manu- 
facturers of  ammunition.  I  was  furnished  with  boxes  containing 
this  ammunition  as  supplied  to  the  trade,  and  these  boxes  were 
"smeared"  with  the  name  "  Winchester."  I  corresponded  with  foreign 
lawyers  and  they  stated  that  it  would  be  practically  impossible  for 
the  WincheBtercompanv  to  stop  the  infringement  by  suits.  What  I 
did  was  to  write  to  the  State  Departm^  aad  request  the  department 
to  aead  the  American  consul  at  Prague  to  this  manufacturer  and  talk 
to  him  about  this  invasion  of  the  rights  of  the  American  maker  of  the 
ammunition.  Now,  they  cared  nothing  over  there  for  threats  of 
suits  in  tiifiir  courts,  but  when  they  received  a  call  from  the  American 
coBsul  who  sent  in  his  large  visiting  card  witih  the  anus  of  the  United 
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States  on  it,  they  began  to  be  quite  serious  about  it.  I  subsequently, 
in  an  European  trip,  went  to  Prague  and  sa  v  the  American  consul, 
who  went  again  to  see  these  people.  We  had  an  interview  with  them 
and  they  agreed  to  stop  the  infringement.  The  trade-mark  protec- 
tion amounted  to  nothiiig  over  there,  but  the  infringer  was  afraid  to 
go  ahead  when  the  representative  of  the  State  Department  came  to 

him  and  protested.  ,     ,  .         ,  .  ,  •  ^i,^ 

I  am  now  getting  down  to  my  real  subject,  which  concerns,  in  the 
first  place,  the  wel^re  of  the  Winchester  Repeating  Arms  Co.  and  the 
welfare  of  the  New  Haven  community,  and,  secondly,  the  welfare  of 
the  public  at  large  who  buy  our  kind  of  goods.  The  decepfaon  ot  the 
public  is  a  very  vital  phase  of  this  trade-mark  question,  and  it  comes 
befoi  e  vou  under  Mr.  Merritt's  bill. 

At  the  outbreak  of  the  war  the  Winchester  plant  was  enormously 
increased  in  size  for  the  manufacture  of  guns  and  ammunition  for 
war  purposes.  At  the  close  of  the  War  the  company  finds  itselt  with 
a  plant  infinitely  greater  than  it  can  possibly  utOize.  I  am  told  that 
if  all  of  the  manufacturers  in  this  country  of  arms  and  mumtions  were 
to  turn  over  their  business  to  the  Winchester  Co.  that  would  not 
keep  all  these  big  shops  full  and  would  not  employ  ^  of  these  people 
who  at  the  beginning  of  the  war  moved  t»  New  Haven  with  their 
families  and  who  are  now  members  of  our  commumty  and  send  their 
chUdien  to  our  schools.  We  have  either  got  to  tear  these  buildings 
down  and  sell  the  machinery  or  we  have  got  to  make  goods  m  tliem. 
We  can  not  pav  taxes  on  them  and  keep  them  up  unless  we  are  doing 
something  with  them,  and,  of  course,  we  are  anxious  to  utilize  the 
property  and,  as  far  as  possible,  keep  all  of  these  workmen.  Every 
manufacturer  is  reluctant,  perhaps  contrary  to  the  pubhc  opinion  as 
expresseil  in  the  newspapers,  to  have  the  workmen  m  his  employ 
scattered.  Now,  we  went  at  this  subject  carefuUy  after  the  armistice 
was  signed,  to  see  what  lines  of  goods  we  could  go  into  to  fUl  up  these 
shops,  and  we  nuturaUy  decided  to  go  mto  lines  of  goods  that  would 
be  sold  in  the  same  stores  that  were  sellmg  our  guns  and  ammumtion  ; 
lines  of  goods  which  our  present  organization  of  salesmen  could 
handle  Those  were  the  two  vital  economic  considerations;  the  same 
stores  and  the  same  salesmen.  So  we  decided  to  make  bnes  of  cutlery 
and  sporting  goods,  such  as  fishing  rods  and  reels  and  tackle,  ice 
skates  and  roller  skates,  axes,  hammers,  saws,  shears,  pocket  kmves, 
razors,  and  butcher  knives,  and  so  on,  a  general  Ime  of  edge  «M)ds. 
We  want  to  put  those  goods  on  the  market  as  Wmch<«ter  producte, 
and  we  want  to  be  protected  m  the  name  "Winchester"  as  applied  to 

*^^'The  gentleman  here  says,  but  how  is  the  pubhc  going  to  know  that 
this  new  line  of  goods  participates  ui  anv  measure  in. the  quality  ol 
the  ^nms  and  ammunition  upon  which  the  trade  value  of  the  name 
"  Wnu  hester  "  has  been  built  up.  Nothing ismore  important,! should 
say  in  replv  to  that  question,  to  the  Wmchester  Co.  than  to  put  the 
same  (lualitv  into  the  new  line  of  goods  that  they  have  always  put 
into  their  guns  and  ammunition.  Otherwise  they  have  thrown 
into  the  discard  a  colossal  amount  of  money  and  tune  and  labor,  which 
thev  have  put  into  makingtheword  "Winch^ter"  valuable,  which  is  a 
word  renre-^enting  quality  not  in  the  United  States  alone  but  through- 
out the'  entire  world.  We  are  hound  to  produce  goods  which  will 
satisfy  the  pubhc  in  respect  to  quahty  or  else  the  whole  fchmg  might 
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as  well  be  passed  up.  In  the  last  30  years  many  small  concerns 
starting  out  with  a  hue  of  goods  have  put  the  brand  "  Winchester ''  on 
tbftm,  especially  goods  to  be  sold  in  stores  where  they  also  sell  Win- 
chester guns  and  ammunition.  The  customer  goes  in  i^nd  if  he 
wants  an  ax  and  he  sees  an  axbranded  "Winchester,"  he  bu>  s  that  ax 
because  it  is  connected  in  his  mmd  with  Wmchester  quality,  and  he 
thinks  that  ax  in  some  way  or  other  participates  in  that  quality,  and 
he  is  absolutely  deceived  unless  the  salesman  takes  particular  pains, 
which,  of  course, he  never  takes,  to  say  that  the  ax  branded  ''Win- 
chester" has  no thmg  whatever  U>  do  with  the  Winchester  Co.  and  that 
it  is  simply  a  brand  adopted  by  the  ax-making  concern  in  order  to 
graft  on  the  Winchester  Co.  name.  Of  course,  that  never  takes  place. 
The  customer  is  deceived  and  has  been  dec«ved  for  many  years  m 

Mr.  MacCrate.  Is  there  any  company  other  than  the  Winchester 
Aims  that  has  been  in  existence  for  any  length  of  time,  including  the 
10-year  period,  now  who  has  used  the  word  "  Winchester"  in  connec- 
tion with  some  other  implements  and  articles  ? 

Mr.  Setmoub.  I  wish  to  be  very  careful  in  answering  these  ques- 
tions. I  can  not  say  that  to-day  there  is  any  company  which  has  been 
uang  the  word  "Winchester  "  for  more  than  10  years  prior  to  to-day. 
My  correspondence,  if  it  has  been  preserved,  would,  1  thmk,  unques- 
tionably answer  that  question  in  the  affirmative.  , ,  , 

Mr.  MacCsats.  If  it  would  answer  it  in  the  affirmative,  would  it  be 
fair  then  to  people  who  have  built  up  in  axes  a  reputation  for  making 
good  axes  under  the  trade-mark  "  Winchester  "  to  allow  them  to  be 
deprived  of  that  name  now  ? 

Mr.  Sbymoue.  I  am  afraid  I  have  not  answered  your  question  quite 
accurately.  I  should  say  that  for  the  last  25  years  different  concerns 
have  started  inonusingftie  word  "Wuwdiester,"  who  b  a  ve  under  rep- 
resentations from  us  or  for  other  reasons  given  it  up.  1  do  not  know  of 
any  concern  that  has  continuously  employed  the  word  "Winchester 
for  any  line  of  manufacture.  Here,  for  instance,  is  one  of  the  thmgs 
that  we  are  up  against.  Here  [indicating]  is  a  catalo^e,  a  recent  one, 
1919,  of  Caiarles  Broadway  Rouss.  They  do  a  big  mad-order  business. 
They  illustrate  a  hue  of  axes  and  there  you  have  the  Winchester  braud. 
That  is  not  only  a  strike  at  our  property  m  the  word  "Winchester,'' but 
it  also  is  a  direct  imposition  upon  the  pubhc.  If  this  ax  had  been 
marked,  let  us  say,  "Charles  Wmchester,  not  the  origmal  Wmchester, 
it  would  have  been  differmt.  Whenever  you  employ  a  proper  name 
on  an  article  that  has  a  great  name  for  quality  the  ori^  of  the  second 
article  should  be  indicated,  I  beheve,  in  order  to  avoid  the  confusion 
of  the  publiC)  as  was  settled  m  the  CSiickering  Piano  Co.  case.  The 
courts  required  so  mudi  descriptive  matter  on  the  fall  boards  of  those 
puratical  pianos  that  the  pirates  could  not  sell  them. 

The  Chaieman.  How  about  when  people  go  mto  another  line  of 
busmess  that  is  entirely  foreign  to  that  of  the  origuial  company  1 

Mr.  Seymoxjb.  It  is  difficult  to  discuss  the  question,  perhaps,  and 
make  very  much  headway  when  it  takes  as  broad  a  sweep  as  that.  1 
should  say  that  we  could  safely  proceed  along  the  Unes  of  goods  that 
we  seU  in  the  same  stores.  .     ,  ... 

f  he  Chairman.  For  instance,  Wmchester  is  a  f  amihar  name  out  in 
our  country.  We  have  had  for  many  years  a  big  firm,  and  one  of  the 
men's  names  is  Winchester.  They  manufactme  harness  and  sad- 
dlery   I  do  not  know  how  long  the  trade  name  of  Wm<die8fcer  Arms 
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has  hoon  ostablished,  but  I  know  in  San  Francisco,  for  probably  40 
years,  the  Winchester  Harness  &  Saddlery  Co.  has  been  in  existence. 
Why  should  that  man  be  stopped  who  entered  into  a  legitimate  busi- 
ness that  he  knew  all  about  from  selling  the  goods  that  he  has  manu- 
factured ?    He  has  built  up  that  business,  which  is  not  to  the  Win- 

Mr.  SEY.\rorR.  I  centainly  think  he  should  not.  The  confusion  I 
am  thinking  of  proceeds  from  the  sale  of  related  goods  in  the  same 

Mr.  Davis  of  Tennessee.  I  notice  that  this  Rouss  catalogue  cata- 
logues three  brands  of  axes,  the  Kicka])oo,  the  Vcme,  and  the  Charter 
Oak,  at  higher  prices  than  the  Winchester  brand,  and  one  of  them 
considerably  higher.  Does  this  indicate  that  the  brand  Winchester 
was  not  particiSarly  helpful  in  obtaining  a  higher  price  m  deceiving 

ike  public  ?  ,       ^        •  ttit 

Mr.  Seymour.  Lean  only  speculate  on  the  idea  ot  puttnig  "  VVni- 
chester"  on  a  cheap  ax,  but  I  can  assure  you  that  the  applicatioii  of 
the  name  Winchester  to  a  cheap  ax  is  very  harmful  to  the  Winchester 
CJo.    That  is  the  brand  of  an  absolutely  A-1  product ;  theirs  is  a  cheap 

product,  of  course.  , 

Mr.  MacCrate.  The  bill,  Mr.  Merritt,  is  ver>-  broad.  You  wdl  hnd 
this  on  line  14:  "and  shall  thereafter  and  subsequently  extend  his 
business  so  as  to  include  other  articles  not  manufactured  by  said 
applicant  in  10  years  next  preceding  February  20,  1905,"  etc. 

Would  you  limit  that  language  to  related  artiQles  ? 

Mr.  Seymoub.  I  had  not  considered  that  pliase  of  the  question.  I 
should  be  rather  disposed  to  do  that. 

Mr.  MacCrate.  Of  course,  there  may  be  people  who  have  gone  into 
lines  with  names  not  related  to  some  of  these  established  names. 

Mr.MMBBiTT.  We  have  the  instance  named  by  the  chairman.  You 
see,  you  could  not  have  a  metal-goods  manufacturer  going  into  har- 
ness and  claiming  the  protection  as  to  the  harness. 

The  Chairman.  You  have  to  be  careful  about  that. 

Mr.  Seymour.  No  man  has  a  right  to  monopoly  of  his  own  name. 
It  is  only  when  it  is  used  to  deceive  the  public  that  the  law,  it  seems 
to  me,  should  interfere.  It  is  hardly  fair  for  me  to  quote  a  man  who 
is  no  -  here,  but  I  had  hoped  that  I  might  see  him  before  coming  here. 
That  is  Judge  JuUus  Mayer,  of  New  York.  I  bad  a  long  conversation 
with  him  a  number  of  years  ago  on  the  subject  of  trade-marks  directly 
after  he  had  heard  a  long  traSe-mark  case  and  he  was  quite  wrought 
up  about  the  subject,  because  he  thought  that  the  law  should  be 
changed,  as  I  understood  his  remarks.  The  case  involved  some  very 
we^lnown  trade-mark,  and  I  can  not  tell  at  this  length  of  time 
what  it  was.  but  say  it  was  the  trade-mark  of  the  name  "Uneeda 
for  biscuit,  limited  m^er  the  tenus  of  the  registration  to  biscuit,  and 
somebody  else  had  put  in  the  same  grocery  stores  another  article  of 
food  and  called  it  Uneeda.  That  was  without  any  legal  remedy 
under  the  statute.  I  do  not  say  that  that  was  the  case  but  it  was 
something  like  that,  and  Judge  Mayer  saki  he  thought  that  the  law 
should  be  amended  as  to  trade-mark  registration  so  that  the  classi- 
fication should  either  be  abandoned  altogether  or  made  immensely 
more  comprehensive,  because  here  in  the  case  that  he  presented  was 
the  use  of  a  name  which  had  cost  a  great  deal  of  money  and  r^rft- 
sented  a  fine  article  used  on  another  article  so  that  the  subsequent 
and  piratical  user  was  grafting  on  the  busiBess  of  the  ot^oatof. 
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Moreover,  you  must  also  look  at  this  question  from  another  angle, 
and  that  is  the  angle  of  making  the  word  comnaon.  Now,  if  ax^ 
trade-mark  name  is  made  immensely  common,  it  loses  its  s^nifi- 
cance  very  rapidly.  If  it  is  apphed  to  a  great  variety  of  products, 
the  pubhc  becomes  confused  and  it  no  longer  has  any  particular  dis- 
tinction. So  far  as  the  Winchester  Co.  is  concerned,  we  have  no 
desire  to  have  it  attached  to  anything  but  a  line  of  sporting  and 
hardware  goods,  all  related  in  genend  charactw,  all  personal  in  the 
character  of  their  use,  sold  in  the  same  stores  by  the  same  clerks  to 
the  same  class  of  trade  and  presented  to  the  public  by  one  Une  of 
salesmen.  You  perhaps  noticed,  and  perhaps  did  not,  that  in  the 
list  of  articles  in  wkuch  we  are  interested,  we  have  chosen  goods 
which  are  personal  in  their  character. 

A  man  buys  a  gun  and  his  gun  is  very  personal  to  hhn;  he  becomes 
attached  to  it  the  same  as  he  does  to  his  horse.  He  buys  a  pai  ticular 
fishing  reel  and  a  particular  rod,  a  particular  kind  of  tackle,  and  he  is 
successful  and  catches  fish  by  skill  or  good  fortune,  and  be  becomes 
attached  to  these.  A  man  buys  a  certain  razor  and  he  always  wants 
to  buy  that  razor.  We  have  aimed  in  our  new  lines  to  produce  goods 
which  are  personal  to  the  user  just  as  guns  and  ammimition  are. 

The  Chairman.  I  think  the  committee  is  in  fine  with  the  idea  of 
giving  the  right  sort  of  protection  to  iheae  institutions  that  have 
spent  a  lot  of  money  as  well  as  givm  a  great  article  and  good  service 
to  the  people.  The  only  thing  we  have  got  to  look  to  in  new  legida- 
tion  is  that  we  do  not  open  up  a  way  to  abuses  of  this. 

Mr.  Davis  of  Tennessee.  Do  you  think,  Mr.  Chairman,  that  the 
objection  which  has  been  urged  by  several  or,  rathw,  su^ested, 
could  be  avoided  by  providing  that  this  act  should  become  OTective 
at  some  certain  subsequent  date,  so  as  to  not  intfflfere  with  those  who 
have  already  built  up  a  trade  on  such  uncles,  but  would  prevent  that 
being  done  in  the  future,  and  they  would  have  legal  notice  of  the  fact, 
and  if  they  undertake  to  enter  upon  the  manufacture  of  sudi  artides 
thev  do  so  at  their  own  risk? 

The  Chairman.  I  do  not  know.  We  are  onlv  surmising  that  such 
abuses  would  be  established.  I  have  not  it  fixed  definitely  in  my 
mmd.  We  are  trying  to  brmg  out  what  the  real  purpose  sought  to 
be  accomplished  is  and  what  the  real  effect  would  De  of  such  legisla- 
tion. We  have  to  safeguard  ourselves  to  see  that  we  shall  not  open 
up  a  door.  I  do  not  know  but  what  it  would  be  a  good  idea  to  ammd 
the  trade-mark  laws  altogether  and  simplify  them.  I  have  not  tlmt 
fixed  in  my  mind,  but  this  is  in  a  way  openmg  it  up  for  certam  mdi- 
viduals  in  this  country  that  have  certain  rights  that  others  can  not 
get.  It  is  extending  their  rights.  I  do  not  say  it  is  not  a  fair  propo- 
sition for  them  to  come  to  us  and  ask.  •  ^ 

Mr.  Merritt.  It  is  not  extending  their  rights  in  this  country. 

The  Chairman.  It  is  doing  this:  They  can  go  into  the  manmac- 
ture  of  things  in  this  country  to-day  and  get  protection  on  them 
that  some  new  man  can  not  get. 

Mr.  Merritt.  No ;  not  in  this  country. 

The  Chairman.  They  have  certain  rights  for  their  trade  name, 
because  they  had  that  "trade  name  prior  to  1905. 
Mr.  Merritt.  This  legislation  does  not  give  them  any  rights  that 

they  have  not  now. 

the  Chairman.  But  it  extends  the  particular  privileges  to  other 
lines  of  trade,  and  through  the  extension  of  this  law  to  these  other 
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lines  they  are  about  to  engage  in,  it  gives  them  that  additional  pro- 
tional  protection  abroad  where  our  trade-mark  laws  are  recognized. 
That  is  what  it  does.  It  does  extend  to  them  for  the  other  Imes  m 
which  they  engage  in. 

Mr.  Merritt.  For  related  work. 

The  Chairman.  The  law  does  not  say  that. 

Mr.  Merritt.  But  that  is  the  effect  of  the  law.  ,  ,   u  * 

The  Chairman.  But  the  idea  is  they  are  going  into  other  helds,  but 
to-day  they  have  the  right  to  put  their  trade-marks  when  their  trade- 
mark is  registered  m  this  country  on  those  additional  Imes  ol  goods 
they  seek  to  manufacture.    The  law  gives  them  that. 

Mr  Merritt.  But  they  can  put  their  trade  name  or  mark  on  these 
additional  hnes  now  in  this  country  without  any  additional  law. 

The  Chaibmah.  They  get  that  protection  which  the  new  man  can 

"^^TheCHAraMAN.  If  the  article  is  descriptive,  John  Jones  can  not  go 
into  the  Patent  Office  and  get  protection,  but  the  Remington  Co  can 
but  their  name  on  it  and  get  protection  in  this  country  because  they 
were  engaged  in  the  business  prior  to  1905  for  the  period  of  10  years. 
It  does  not  give  them  protection  on  these  other  Imes,  but  you  are 
extending  it  under  this  law.  .  . 

Mr.  Mkbbitt.  I  do  not  wish  to  argue  with  the  chairman  about  the  v 
law,  because  he  knows  more  than  I  about  it. 

The  Chairman.  You  and  I  are  in  the  same  boat,  i  am  not  a 
lawyer  If  I  do  not  understand  this  thing  1  want  to  be  set  right. 
They  want  in  this  country  to-day  the  same  protection  on  other  lines 
of  goods  which  was  granted  February  20,  1905,  for  the  line  of  goods 
they  were  then  engaged  in  manufacturing.    Is  that  right  ? 

Mr  MBERrrr.  I  think  the  error  that  some  of  us  may  be  laboring 
under  is  that  by  registration  in  this  country  at  any  time  under  the 
present  law  some  additional  domestic  protection  is  gained,  lhat  is 
not  so  He  has  that  protection  under  common  law  without  any 
reristration.  To-day,  take  the  Winchester  and  Remington  Arms  and 
iff  the  rest  of  them,  if  they  want  to  make  any  other  goods  related  or 
not  related  they  have  protection  for  their  names  under  the  common 
law  just  as  much  as  under  registration.  ^      ■  U4. 

Ifo.  ^TMOUB.  It  is  a  good  deal  easier  for  them  to  protect  a  right 
under  registration  than  to  protect  it  under  the  common  law. 

Mi-.  Sltorrr.  But  if  they  register  there  is  no  added  proof  that  their 
legitimate  trade-mark  is  a  valid  trade-mark. 
Mr  Setmoub.  It  simplifies  the  matter  of  date.  . 
Mr.  Davis,  of  Tennessee.  Your  point  is  the  right  of  acUon  to 
protect  the  right  by  common  law  and  not  patent  law  * 
Mr.  Merkitt.  Exactly.  ■  ^    j  *  j 

Mr.  MacCbate.  The  practical  proposition  in  registered  trade- 
marks in  this  country  as  soon  as  they  find  somebody  else  usmg  that 
name  is  that  they  send  a  notice  to  them,  saying,  you  must  desist 
from  the  use  of  that  name  because  we  have  it  registered,  and  then, 
as  Mr  Seymour  says,  a  lot  of  them  do  discontmue  tod  try  a  new 
name.  The  Remington  Co.  wiU  put  on  a  new  name  and  will  send 
out  a  new  notice.  Th&t  is  what  the  lawyers  do  to-day.  They  send 
out  to  American  manufacturer  using  a  sunilar  name  that  they  have 
registered  this  name  in  the  Patent  Office  and  we  beg  to  advise  you 
that  hereafter  you  will  use  this  name  to  your  detnxnentw  lhat  is 
t^he  danger  as  far  as  Ammca  is  coftGconed. 
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Mr.  Merrftt.  They  would  send  notice  to  infringei-s  whether  they 
had  registered  their  trade-mark  or  not. 

Mr  Parker.  My  thought  was  this.  There  are  two  or  three  of 
the  laigest  firms  of  lawyers  in  Xcnv  York  City  doing  an  extonMve 
trade-mark  business,  some  of  whose  clients  I  have  mentioned  here, 
who  never  advise  their  clients  to  register  their  trade-marks  because 
thev  say  that  it  is  a  handicap  to  them  when  they  go  into  court  to 
sue  A  handicap  because  of  some  limitation  that  has  be.  n  put  upon 
their  registratwn,  but  they  invariably  sue  under  the  common  law 

and  ignore  the  registration.  ,  , 

Mr  MacCbatb.  But  is  it  not  a  fact  that  when  people  regi-ter  a 

name  they  have  a  right  over  people  who  have  no  registration  and 

they  can  tell  them  to  desist. 

Mr  Parker.  They  do  it  also  without  any  registered  name. 

Mr.  MacCbatb.  But  if  you  register  that  name  does  that  not  give 

the  registraticm  name  to  advtotage  over  that  which  has  no  regit  tra- 

Mr.  Pabkbb.  That  is  so.  A  man  who  has  anything  that  is  re- 
corded has  something  more  valuable  than  that  which  is  not  recorded. 

Mr.  MaoCbate.  Then  they  who  hav«  been  honestly  usmg  a 
reputable  name  come  imder  this  law. 

Mr.  Parker.  Yes;  that  is  true.  . 

Mr.  MaoCbate.  If  the  Remington  or  the  Westmghouse  (  ompany 
go  into  some  different  line  from  what  they  are  now  in,  that  is  not 
related  to  them  entu-ely,  tod  someone  for  10  years  has  been  engaged 
in  this  line  without  gettmg  registration,  the  company  will  teli  hun 
to  stop  using  their  trade-mark. 

Mr  Parker.  There  is  no  protection  merely  from  registration. 
The  legal  effects  arise  from  the  first  use  and  that  fct  use  \\  ould  l)e 
protected,  while  a  new  mm  would  be  getting  nothing  under  the  trade- 
mark law.  ,  , 

Mr.  MacCrate.  He  would  be  if  he  knew  but  the  average  mto  if 

he  is  a  small  business  gets  scared  of  it.  . 

Mr.  Pabker.  The  whole  basis  of  this,  it  seems  to  me,  is  due  to 
the  procedure  in  the  United  States  where  the  right  to  apply  for 
xegistratuHi  of  that  trade-mark  is  acquired  by  use.  The  United 
States  is  practically  the  only  country  in  the  world,  the  only  import- 
ant country,  imdoubtedly,  where  you  are  required  to  shoM  use  of  a 
trade-mark  upon  certain  lines  of  goods  before  applying  for  registra- 
tion. I  do  not  know  of  toy  importtot  country,  and  I  have  an 
•  immense  experience  ui  such  matters,  as  much  as  anyone  in  the  trade- 
mark line,  where  thev  make  the  basis  of  use  the  right  to  regis  tt  r. 

Mr.  MacQkatb.  That  is  the  reason  for  piracy  in  these  other 
countries. 

The  Obaibmak.  Does  not  this  proposed  bill  opto  the  way  to  jl 
monopoly  of  a  name  in  cert-ain  lines  ? 

Mr.  Pabker.  No,  sir;  because  no  one  cto  be  prevtoted  from  wing 
his  own  name  in  the  United  States.  ... 

The  GoAiBiffAN.  When  a  man  goes  to  register  in  tiiese  lines  it  giT€S 
them  to  opportimity  in  the  other  lines  he  has  not  registered  ? 

Mr.  Pabkbb.  It  might  in  the  foreign  country,  but  it  would  be 
without  prejudice  to  me  first  to  use  in  the  United  States. 

Mr.  Babka.  It  wotdd  give  fhtoi  a  monopoly  in  tiba  export  trade. 
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Mr  Parker.  No;  not  in  tliat  case,  because  there  would  be  infri^^ 
ment  of  the  rights  of  the  man  who  first  used  the  mark  in  the  Umted 

States.  ,  «        .  J 

Ml  B  vPKiV.  As  far  as  the  United  States  IS  concerned.  , 

Ml.  Parker.  If  you  apply  a  trade-mark  to  goods  m  the  United 
States  for  the  export  trade,  you  are  just  as  much  infringing  the  other 
man's  rights  acquired  by  user  as  though  you  apply  it  on  goods  for 
sale  in  this  country.    There  is  no  question  about  that.  ^ 

The  CHAiuMAN/This  thing  specifically  hmite  the  extension  of  the 
trade-mark  law  to  any  beneficiaries  under  the  law  of  1905,.  and  1  have 
a  dou})t  in  my  mind  as  to  whether  we  ought  to  give  any  special  trade- 
mark protection.  ^   ^i.  ^  u 

Mr  D  vvis.  Assuming,  for  the  sake  of  argument,  that  he  would 
haVe  no  iH'otection  in  the  United  States,  would  it  be  a  protection  m 
forci.iru  countries  against  other  American  manufacturers  of  the  same 

or  other  articles  ?  .         ,  #   x  x 

Mr  P\RKEK.  It  might  do  that  against  Other  manufacturers  of  the 
same  article  who  had  previously  commenced  the  use  of  -the  sMne 

trade-mark.  ,     ,      •  ^   

The  Chaikman.  We  will  resume  the  hearing  to-morrow  morning 

at  10  o'clock.  ,  _  ^       J.    _  J 

^Thereupon,  at  11.45  o'clock  p.  m.,  the  committee  adjourned- ta 
meet  again  at  10  o^clock  a.  m.,  Thursday,  January  22,  1920.) 


Committee  on  Patents, 

House  of  Repbesentatives, 
WasUnffton,  D.  a,  Thursday,  Javmry  22,  1920. 
The  committee  met  at  10.30  o'clock  a.  m.,  Hon.  John  L  Nolun 

(chairman)  presiding.  ,  . 

'  The  Chairman.  Mr.  Commissioner  we  w^  be  glad  to 
you  on  H  R.  7ir,7,  introduced  by  Mr.  Merntt,  an  amendment  to 
section.  5  of  the  trade-mark  act  of  February  20,  1905. 

STATEMENT  OF  HON.  JAMES  T.  NEWTOM,  GOKMrMIOTO 

OF  PATENTS. 

Air  \EWTox.  Mr.  Chairman  and  gentlemen,  I  went  over  this  bill 
lastni^ht,  wliich  was  the  first  time  I  had  seen  it,  and  my  objection  to 
ifwrs  tha^  it  was  rather  revohitionary  in  this  respect^that  it  did  not 
feo^ih-e  an^^^  of  the  mark  at  all  for  registration.  Our  whole  trade- 
Srk  U  is  based  on  use.  Otherwise,  I  am  favorable  to  the  Bpnt 
Tn d  obiect  of  the  bill  and  see  no  objection  to  it  Under  the  preset 
S^do  i^^^^^  statute,  we  give  a  man  who  has  had  exclusive  ^  of  hB 
mark  for  10  years  the  ri^ht  to  register  whether  it  is  registeraWe  ordi- 

narily  or  not.  ,   ,i  ^  « 

The  Chaiiimax.  1  ou  do  that  noAV  ?  .       i  umi 

Mr  Newton.  Yes,  sir:  that  is  in  the  1905  statute  and  this  bill  goes 

a  siS>S^^^  and  .  lows  him  to  register  the  mark  that  he  has  used 
so  loS<^  o^^^  that  he  has  not  used:  at  least,  it  does  not  specify 

that  he  hL  used  the  mark  on.  I  think  if  the  bill  was  amended  to  state 
thft  thes^marks  might  be  registered  after  the  f  ade^m^^^^  had  been 
flsed  on  them  thei^e  would  be  no  objecUon  at  aU  to  the  biU. 
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The  Chairman.  What  length  of  time  would  you  specify  that  it 
had  to  be  used  in  ? 

Mr.  Newton.  That  is  somethijig  that  you  might  say  you  can  put 
fin  arbitrary  limit  on.  There  is  no  reason  why  it  should  be  two, 
three,  or  four  years  that  I  know  of,  and  following  the  English  statute 
that  they  have  just  passed,  that  soecified  two  years'  use  of  the  mark 
where  it  is  not  registered  otherwise,  I  suppose  tliat  would  be  about 
right,  the  object  being  to  let  the  oeople  of  the  country  know  that  the 
mark  was  bemg  used,  so  if  they  objected  to  it  they  could  come  in  and 
ask  the  cancellation  of  it  or  oppose  it,  and  it  would  take  it  j^robaldy 
two  or  three  years  before  it  might  be  known  as  such  outside  of  its 
immediate  territory.  But  I  would  not  suggest  any  s!)ecific  time.  I 
do  not  see  why  the  mark  specified  in  this  bill  shoidd  not  ])e  registered 
as  soon  after  the  beginning  of  the  use  as  ])ossible  because  the  mark 
itself  is  not  the  exclusive  possession  of  the  man  that  wants  to  register 
it,  anyhow.  As  I  understand  it,  this  bill  is  intended  to  cover  such 
cases  as  those  where,  for  instance,  the  Winchester  Co.  has  had  the  use 
of  the  word  ''Winchester"  on  guns  for  a  number  of  years  and  they 
want  to  extend  their  goods  to  loiives  or  something  of  that  sort.  We 
would  not  register  Winchester  now  in  the  Patent  Office  because  it  is 
geographical,  but  this  biU  proposes  that,  since  it  has  ahready  been  used 
and  registered  for  1905. 

The  Chairman.  You  say  because  it  is  geographical.  How  do  you 
arrive  at  that  ? 

Mr.  Newton.  Winchester  is  the  name  of  a  whole  lot  of  places. 
The  Chairman.  It  is  a  family  name  also. 

Mr.  Newton.  It  might  be  objected  to  as  a  family  name  also.'*  It 
might  be  both  of  these  objections,  so  we  would  not  register  it  at  all 
on  Imives  if  the  Winchester  Co.  had  never  used  it  on  knives  until 
recently.  This  bill  proposes  that  this  word  be  registered  for  the  Win- 
chester Co.  because  they  have  had  use  of  it  so  long  on  a  similar  or 
another  article  of  commerce,  and  I  see  no  objection  to  that. 

Mr.  Babka.  You  say  you  would  not  register  it  on  knives/ 

Mr.  Neatton.  No,  sir. 

Mr.  Babka.  ^Miat  good  would  this  biU  do? 

Mr.  Nbwton.  This  biU  proposes  that  for  all  those  marks  that  have 
been  in  use,  that  "any  person  or  cornoration  shall  have  so  registered 
A  mark  upon  the  ground  of  said  use  for  ten  years  preceding  February 
20,  1905,"  etc. 

I  do  not  know  why  you  should  fix  that  date.  I  would  say  ten 
years  from  the  date  he  applied  for  r^stration. 

The  CHAmMAN.  It  confers  upon  beneficiaries  of  that  law  of  Feb- 
ruaiT  20,  1905,  due  to  the  fact  that  they  had  been  actively  using  a 
mark,  certain  b^efits  under  this  bill. 

Mr.  Newton.  Yes. 

The  Chaieman.  I  brought  up  that  proposition  yesterday,  and  it 
was  one  of  the  reasons  we  wanted  vou  here  to-day,  to  ^et  your  opinion 
on  this  bill.  If  there  is  going  to  be  any  general  legislation  amendinjg 
trade-mark  laws,  and  if  we  have  any  abuses  in  our  present  laws,  It 
seems  to  me  we  ou^ht  to  make  it  general  rather  than  have  it  apply  onty 
in  certain  specific  inst^ices.  ' 

Mr.  Newton.  I  am  commg  to  that  in  a  moment,  Mr.  Nolan.  I 
have  a  bill  that  we  worked  on  last  night  to  submit  to  meet  the  commit- 
tee's views  on  the  fact  that  this  bffl  only  covered  a  certain  class  of 
people  or  a  certain  number  of  people,  and  you  wanted  the  bill  to  bte 
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more  tjeneral  in  its  character,  and  we  have  drawn  un  a  bill  to  be  more 
general  in  its  character  as  an  amendment  to  the  Pan-American  bill 
that  passed  the  House  yesterday. 

The  Chair  max.  As  an  amendment  to  that  bill? 

Mr.  Newton.  Yes  sir. 

The  CitAimiAN,  Your  idea  being  to  offer  that  in  the  Senate 
committee  ? 

Mr.  Newtox.  Yes.  To  come  back  to  this  bill,  I  thuik  probably 
the  fjentlenien  oug:ht  to  understand  just  exactly  what  these  poeple 
are  driving  at.  Take  the  Du  Pont  Co.  or  the  Winchester  Co.,  or  any 
of  those  companies  that  have  had  their  names  in  use  for  years  and 
have  gotten  considerable  reputation,  when  they  go  out  into  a  new 

business.  ,    .     i       •    i  r 

The  Chairmax.  I  do  not  think  there  is  any  doubt  m  the  minds  of 
the  committee  as  to  what  they  are  aiming  at.  Mr.  Seymour  explained 
that,  as  well  as  other  g(Mitlemen  yesterday.  We  know  what  the  Du 
Pont  people  have  been  doing  for  several  years,  that  they  have  big 
plants  at  Ho])ewell  and  other  places,  and  that  they  intend  to  go  into 
certain  definite  lines.  Their  name,  they  figure,  is  a  guarantee  to  the 
people  in  these  new  lines  just  as  well  as  before  in  the  old  lines,  and  they 
want  to  be  protected  as  well  in  the  new  lines  as  they  have  been  in 
the  old  through  their  commercial  name  and  their  trade-mark.  That 
is  the  purpose  of  this  bill,  is  it  not  ? 

Mr.  Newton,  Not  quite.  That  is  what  I  am  coming  to.  They 
want  to  get  foreign  registration. 

The  CHAmMAN.  I  understand  that,  but  they  want  this  in  general; 
they  want  this  general  protection. 

Mr.  Newton.  This  bill  really  does  not  give  them  any  general  pro- 
tection. It  simply  puts  their  name  on  the  register,  and  when  we  do- 
that  the  foreign  countries  will  register  those  marks  and  they  will  not 
do  it  until  we  do.  Registration,  you  must  keep  in  mind,  really  doea 
not  help  a  man's  trade-mark  very  much;  if  any. 

Mr.  MiaiRrrT.  In  this  country  ? 

Mr.  Kbwton.  In  this  country.    Our  entire  trade-mark  law  is  based 
on  use.    A  man  has  got  to  rely  on  his  use  and  on  that  alone,  whether 
it  is  registered  or  not.   Of  course,  I  do  not  mind  saying  at  all  that  the-, 
registration  does  not  amoimt  to  anything- 

Mr.  Babka.  But  it  does  amoimt  to  something  when  they  apply  in 
foreign  coimtries. 

Mr.  Newton.  That  is  the  poiot. 

Mr.  Babka.  They  must  liave  it  rBgisterad  here  befoie  the  foreign 
country  will  register. 
Mr.  N'bwton.  That  is  all  the  good  these  gentlemen  will  get  out  of 

this  bill.  .  1- 

Mr.  Babka.  Take  certain  people  manufacturing  axes  in  this  coun- 
try who  had  been  using  the  word  Winchester."  Suppose  under  this- 
new  act,  tlw  Winchester  Co.  applies  for  a  trade-mark  and  has  it  regis- 
tered here.  Will  that  not  give  the  Winchester  Co.  an  advantage  in 
a  foreign  country  over  those  people  who  have  been  using  that  i^m 
as  applied  to  axes  here  for  a  number  of  years) 
Mr.  Newton.  Undoubtedly. 

Mr.  Babka.  Do  you  think  that  is  fair  ?  Should  not  the  people  who 
have  been  using  that  kade  mark  in  respect  to  the  axes  have  the^ 
advantage  in  t^e  foreign  country?  Why  should  the  Windiester  Co. 
be  given  this  advantage  ? 
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Mr.  Newton.  Hkete  would  be  ecjuities  on  both  sides. 

Mr.  Babka.  Itseems  to  me  that  if  those  people  have  been  manufac- 
turing axes  and  using  that  term,  that  it  should  apply  to  them,  if 
anyone  should  have  the  advantage  of  the  name,  they  are  the  people. 
They  have  built  it  up  in  respect  to  that  commodity. 

Mr.  Merritt.  Answering  the  Congressman,  I  thmk  there  is  a  pro- 
vision in  the  Nolan  bill,  that  if  it  appears  tihat  somebody  else  on  the 
particular  article  has  properly  been  using  a  mark,  there  is  a  provision 
for  taking  olT  the  register  any  mark  illegally  registered. 

The  Chairman.  But  that  only  applies  to  that  trade  mark  con- 
vention. 

Mr.  Merrftt.  That  has  to  do  with  foreign  marks, 

The  Chairman.  That  only  applies  to  certain  countries  that  are 
signatories  to  that  convention.  i  x 

Mr.  Johnston.  Will  you  register  more  HkMSi  one  trade-mark  of  me 
same  character  to  the  same  name  ? 

Mr.  Newton.  You  mean  to  put  them  all  on  the  same  register? 

Mr.  Johnston.  Yes. 

Mr.  Newton.  That  is  another  point  that  we  discussed  last  ni^t 
ouite  exceedingly.  We  propose  to  have  two  registers,  one  for  marte 
that  w^e  would  not  put  on  the  present  register.  You  passed  the 
Havana  bill  yesterday.  We  proposed  to  register  all  the  marks  that 
were  sent  from  Havana  irrespective  of  whether  they  were  registerable 
or  not  under  the  present  statute,  but  we  propose  to  put  these  marks 
on  a  separate  register. 

Mr.  Johnston.  What  would  be  the  value  of  putting  them  on  a 

separate  register  ? 

Mr.  Newton.  Nothing  except  for  the  foreign  registry. 

Mr.  Johnston.  Take  this  case  that  Mr.  Babka  referred  to,  this  axe 
situation,  a  corporation  or  individual  has  been  building  up  a  business 
largely  known  and  designated  by  the  name  of  Winchester.  Would 
this  bill  permit  another  company  known  as  the  Winchester  Rifle  Co., 
or  whatever  it  is,  to  get  exclusive  control  of  that  name? 

Mr.  Newton.  No;  it  would  not.  This  bill  w-ould  allow  him  to 
register  it  provided  nobody  else  laid  claim  to  it.  The  present  trade 
mark  statute  provides  that  if  anybody  else  objects  to  registration  of 
that  name  and  has  a  better  right  to  it  than  the  man  who  proposes  to 
register  under  this  bill,  he  may  oppose  it  and  cancel  that  registration 
and  then  that  would  be  a  subject  of  litigation.  The  office  and  the 
courts  would  determine  then  who  was  entitled  to  that  word 
^'Winchester.'' 

Mr.  Babka.  How  are  these  people  notified  that  apphcation  has 
been  made  for  registering  a  certain  name  ? 

Mr.  Newton.  They  need  not  be  notified.  They  would  see  it  in  the 
trade  or  if  they  came  to  the  oflace  to  have  then*  mark  registered  then 
they  would  be  notified. 

Mr.  Babka.  That  would  be  after  it  had  already  been  registered. 

Mr.  Newton.  Yes.  There  would  be  no  harm  done  because  we 
€an  take  a  name  off  the  register  just  as  easily  as  we  put  it  on. 

Mr-  Babka,  But  in  the  meantime,  take  the  Winchester  case,  for 
instance,  they  might  have  that  applied  in  a  foreign  country  and  get 
their  registry  there. 

Mr.  Newton.  They  might  have  if  they  slipped  in  without  the  other 
people  knowing  it.  I  do  not  believe  you  will  find  any  way  of  keeping 
these  nam^s  out. 
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The  CHAiR>rAN.  The  bill  we  passed  yesterday  in  section  2  cojitained 
a  provision  that  applied  to  the  trade-mark  convention: 

That  whenever  any  person  shall  deem  lum  elf  iujurei  by  the  inclunon  of  a  trade 
mark  on  thi^  re'j^  i  ter,  he  may  at  any  time  apply  to  the  Commi^^-ioner  of  Patents  to 
cancel  the  rei^^istration  thereof,  etc. 

Mr.  Babka.  That  could  cancel  it  also  in  a  foreign  conntry. 

The  CHAiRAfAX.  I  presume  if  they  had  their  registration  taken  off 
this  list  here  in  this  country  it  would  automatically  deprive  them  of 
whatever  rights  tliev  miglit  get  under  the  convention.  They  might 
have  some  protection  in^the  particular  country  in  which  they  regis- 
tered their  trade-marks.  Under  their  laws  I  doubt  very  much  if  we 
struck  it  off  this  list  whether  they  would  be  entitled  to  the  general 
protection  of  that  treaty. 

Mr.  Newton.  I  think  your  objection  would  be  applicable  to  any 
registration.  Take  a  mark  that  is  registered  under  the  present 
statute.  If  somebody  (*lse  slips  in  here  and  registers  it  without  the 
true  owner  of  it  knowing  anything  about  it  he  can  then  go  off  and  get 
his  foreign  registration  and  vou  can  not  hurt  him  with  his  foreign 
registration,  but  the  true  owner  of  the  trade-mark  can  then  come  in 
and  have  the  trade-mark  here  stricken  from  the  register. 

Mr.  Johnston.  Your  register  now,  in  this  Winchester  instance 
that  Mr.  Babka  cited,  would  contain  tlie  Winchester  as  applied  to 
the  Winchester  Axe  Co.  and  it  probal)ly  contains  Winchester  as 
applied  to  the  Winchester  Kifie  Co*    Is  that  true? 
Mr.  Xewton.  Yes,  sir. 

Mr.  Johnston.  The  Winchester  Kifle  Co.  may  come  in  and  ask  for 
registration  of  its  name,  Winchester,  because  it  intends  to  extend  its 
business  and  not  confine  it  only  to  tiie  rifle  business  but  to  go  into 
the  ax  business. 

Mr.  Newton.  Yes,  sir. 

Mr.  Johnston.  Do  you  not  think  tliat  would  work  a  very  great 
hardship  on  the  Wincliester  Axe  Co.  ? 

Mr.  Merritt.  Not  under  the  proposed  bill. 
Mr.  Newton.  I  do  not  think  so. 

Mr.  Merritt.  We  proposed  to  meet  that  point  in  this  way  and  to 
meet  an  objection  which  is  fundamental  and  which  the  Commissioner 
made,  that  this  bill  as  drawn  rather  ripped  up  the  fundamental  idea 
of  the  trade  mark  that  the  trade  mark  must  be  used  first  in  order  to 
be  roistered  at  all.  So  we  propose  to  put  on  the  end  of  this  bill  a 
ttt^vision  that  it  shall  be  registered  afti^r  such  trade  mark  has  been 
used  on  said  articles  in  interstate  or  foreign  commerce.  You  can 
put  in  one  year  or  two  years  or  any  tim(?  you  like  about  that,  but,  of 
course,  after  it  has  beeii  used  one  year  or  two  years,  if  there  was  such 
a  thing  as  the  Winchester  Axe  Co.  they  would  naturally  see  it  and 
they  would  have  a  chance  to  object,  and  tell  them  to  stop  it. 

Mr.  Johnston.  They  would  then  have  to  come  in  before  the  Com- 
missioner of  Patents  and  protest  against  this  name  being  registered. 

Mr.  Mereitt.  Yes. 

The  Chairman.  Or  if  it  had  been  registered  they  could  come  m 
and  ask  that  it  be  stricken  from  the  register. 

Mr.  Johnston.  That  gives  them  a  contest  in  subsequent  iitigatiOB, 
but  does  not  give  them  a  right. 

Mr.  Mbbbitt.  Nobody  has  mj^ing  without  a  contest. 
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Mr.  JoHifSTON,  If  they  have  any  rights  here,  let  us  define  them  in 

the  bill.  ^     .  . 

Mr.  Mf.rritt.  The  only  way  of  establishing  a  man  s  right  is  in 
court.  If  I  owe  you  $10  you  can  not  get  it  out  of  me  if  I  do  not  want 
to  pay  unless  you  sue  me. 

Mr.  Johnston.  That  is  true  but  that  is  not  an  analogous  case  to 
this.  We  can  provide  for  it  here  in  this  proposed  bill  by  an  amend- 
ment which  will  guarantee  it  to  the  original  man. 

Mr.  Mbrritt.  He  has  got  it  now. 

Mr.  Johnston.  We  can  provide  a  value  in  this  name  that  he  will 
not  be  denied  this  ri^ht  or  have  it  taken  from  him  just  because 
another  company  is  using  a  similar  name  or  a  similar  trade-mark  as 
applied  to  a  different  commodity.  That,  I  think,  might  meet  the 
situation. 

Mi\  Newton.  T  do  not  quite  see  how  you  couhh  Mr.  .Johnston. 
You  would  have  to  finally  get  to  a  place  whore  it  would  be  question- 
able who  does  own  this  mark,  who  has  a  real  right  to  it. 

Mr.  Johnston.  Both  of  them  might  have  an  equal  right  to  the 
tradename  or  trade-mark,  but  one  could  have  it  to  apply  exclusively 
to  riflea  and  the  other  exclusively  to  axes,  but  no\v  you  are  going  to 
cr^te  a  situation  by  this  proposed  bill  so  that  this  rifle  company  may 
also  apply  tiiat  name  to  axes  as  against  the  company  whirh  orig- 
inally was  in  the  ax  business  and  has  a  trade  value  in  that  name. 

Mr.  Newton.  But  very  frequently  we  find  that  two  peo}>le  have 
been  using  the  same  trade-mark  on  identically  the  same  goods. 

Mr.  Babka.  I  think  if  we  amend  the  bill  so  as  to  make  it  (*om|)ul- 
sory  that  they  use  it  for  a  certain  definite  time  before  they  can  register 
it  that  would  do  away  with  that  objection. 

The  Chairman.  The  fact  of  the  matter  is  that  you  touch  there  on 
the  right  of  somebody  else  to  come  in  and  claim  interference.  ^  had  a 
case  up  with  the  commissioner  a  short  time  ago — at  least.  1  called  it 
to  his  attention — ^where  a  man  had  made  application  for  trade-mark 
out  in  my  section  and  he  employed  a  firm  of  attorneys  in  St.  Louis 
to  look  after  his  interests.  Somebody  down  in  Boston  in  the  shoo 
business  figured  that  was  a  pretty  good  trade-mark.  They  did  not 
have  a  leg  to  stand  on,  and,  in  fact,  wanted  to  compromise  after  the 
thing  was  going,  but  that  did  not  protect  him.  He  had  to  employ 
an  attorney  in  St.  Louis  to  re]:)resent  him  and  go  through  with  this 
case.    There  is  no  way  io  which  you  can  stop  that. 

Mr.  Newton.  You  can  not  quite  j^rovide  against  coiitc^sts,  and  the 
present  statute  provides  for  cancellation  of  these  marks  where  regis- 
tration was  granted  to  one  not  the  proper  owner  of  them. 

The  Chairman.  He  got  his  trade-mark  granted,  but  they  held  him 
up  for  months  and  tri^  to  compromise  with  him  to  get  the  right  to 
use  that  trade-mark  in  their  territory. 

Mr.  Campbell.  You  mentioned  yesterday  about  the  use  of  the 
word  "  Wmchester"  in  axes,  Mr.  Seymour.  Now,  why  do  you  tlnnk 
tiiey  used  the  name  Winchester  to  borrow  the  reputation  of  the  Win- 
chester Anns  Oo.  to  give  a  standing  for  their  products  ? 

Mr.  Seymour.  For  no  other  reason.  There  is  no  company  knoM  u 
as  the  Wmchester  Ax  Co.  There  is  a  company,  I  think,  located  in 
Philadelphia,  making  a  variety  of  goods,  and  1  believe  the  name  is 
Biddle,  and  they  put  out  a  fine  ot  axes.  One  of  their  axes  they 
hrand  as  the  Wmcnestw,  and  another  as  the  Amne.   1  he  reason  that 
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they  brand  that  ax  as  Winchester  is  simply  because  they  desire  fco 
graft  on  the  }MTsti?e  of  the  name  Winchester. 

Mr.  Barka.  Of  course,  that  would  not  be  true  in  tlie  case  the 
chairman  cited  vesterdav  in  respect  to  the  harness  manufacturer. 

Mr,  Sey.moi  H.  Certainly  not;  there  can  be  no  possible  question. 

The  Chairman.  Thnt  was  a  family  name  that  was  built  up- 

Mr.  Sevmouk.  Fhere  can  be  no  question  of  the  right  to  the  legiti- 
mate use  of  the  utiine  Winchester,  either  geographic  or  as  a  surname* 
*•  I  would  not  for  a  m()inent  say  that  a  man  by  the  name  of  Winchester, 

en?a2:ed  in  the  ax  business  or  engaged  in  the  rifle  business,  if  anybody 
in^tliis  country  wants  to  go  into  the  rilie  business  and  bears  the  name 
of  Witichoster  he  can  go  into  that  business  and  can  call  his  rifles 
Winchester  rifles  with  such  additional  descriptive  matter  as  will 
pr()vi(k*  for  the  notitication  of  the  public  so  that  the  two  classes  may 
be  distiuo-uished  between.  Now,  as  to  this  question  of  notice,  an 
application  for  re.t;istration  is  tiled  in  the  Patent  Office,  and  this  appli- 
cation is  ])rinted  in  the  back  part  of  the  Patent  Office  Gazette. 
Everybody  throui^hout  the  country,  all  business  men,  all  patent  and 
trade-mark  jXMjple,  take  the  Patent  Office  Gazette.  The  first  thing 
we  do  is  to  look  and  see  what  applications  for  trade-marks  have  been 
made.  Our  clients  do  the  same  thing,  and  if  an  application  has  been 
made  for  a  trade-mark  which  is  going  to  interfere  with  us  or  which 
we  think  the  applicant  is  not  entitled  to,  the  question  should  be  fought 
out  by  the  machinery  provided  by  the  Patent  Ofiice.  We  file  an 
opj)osition. 

Our  clients  call  on  us  on  the  telephone,  ''Look  at  page  521  ot  the 
last  issue  of  the  Gazette.  Here  is  a  man  who  wants  to  n  gister  black 
as  a  color  for  cartri<lges.  How  about  that?"  We  made  black 
cartridges  a  <:n^at  many  years  ago  and  we  have  got  lots  of  them  still 
on  our  ""old  exhil)it  cards*  This  happens  to  be  an  actual  case.  We 
file  our  opposition  and  the  commissioner  sets  the  machinery  in 
motion  and  W(^  take  our  testimony  and  w(^  argue  the  case,  but  the 
public  at  large  and  evc^rybody  inten^sted  in  the  subject  has  already 
been  advised  h\  the  pulJication  which  precedes  actual  registratu>n. 
This  is  weekly  notic(^  to  (^veiybody  in  the  Ignited  States  who  is  at  all 
interested  in"  that  subject.  So  on  the  score  of  notice  (everybody  is 
informed.  I  am  yerr  glad  that  this  question  was  asked  because 
there  is  no  Winchester  Axe  Co.  and  there  is  no  desire  at  all  to  control 
the  name  Winchester  for  products  aUied  to  ours  except  where  a 
person  n^t  entitled  to  the  name  wants  to  graft  on  our  prestige  by 
producing  goods  which  would  be  sold  in  the  same  way  with  our 
'  '  goods,  sold  in  the  same  fine  of  shops  and  })y  the  same  people. 

Mr.  Campbell.  Could  we  not  go  further  than  that  and  insure  the 
public  when  they  buy  an  article  which  has  a  trade-mark  of  a  reputable 
concern  that  they  are  getting  that,  and  would  it  not  be  a  protection 
to  the  pubfic? 

Mr.  Seymour.  A  great  protection  to  the  pubfic. 
Mr.  Campbell.  That  is  what  I  tliink  W(^  shovdd  do  here  in  addition 
to  protecting  the  manufacturer  or  firm  we  ought  to  protect  the 
public  against  substitution  of  an  artick^  not  of  the  same  qixality,  sold 
on  the  presti^  of  an  estabhshed  traile-niark. 

Mr.  Seymour.  Some  concern,  for  instance,  puts  out  a  bicycle  and 
calls  that  the  Winchester  bicycle,  because  the  name  Winchester  has 
already  been  advertised  so  enormously  aU  over  the  country  and 
means  so  much  to  the  genend  public  on  the  score  of  quality.   A  man 
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«aii  float  a  new  article  with  an  old  name  of  great  prostigo  vorv^  iiuu  h 
easier  than  he  can  an  article  nnder  an  unknown  nanio  aiul  the  public 
are  to  that  extent  deceived.  You  saw  in  one  of  the  books  i  ga  vo  vou 
yesterday,  if  I  brought  it  here,  the  name  in  the  catalofiiu-  (^ccuning 
on  oppoMte  pages.  Here  is  a  Winchester  toloscopo  sight  ^^hlch  this 
dealer  buys  from  the  Winchester  Co.  That  is  th(>  real  thing  That 
is  made  by  the  Winchester  Co.  and  stamped  A^mchist.  r  by  tlie 
Winchester  Co.  and  participates  in  the  prestige  of  the  ^^  nuh(>st<  r 
Oo.'s  goods.  On  the  opposite  page  is  another  article,  a  sinall  ritle 
for  use  br  boys.  God  knows  who  makes  that  other  article  but  is  it 
called  a  gun  of  the  Winchester  type.  Now,  the  word  Winchestei;  is 
apphed  to  the  other  article  on  the  opposite  side  of  the  page  a\  hu  h 
contains  the  true  wrticle,  for  no  other  earthly  reason  than  to  induce 
the  purchaser  to  buy  the  article  under  the  supposiUon  tii&t  somehow 
or  other  it  participates  in  the  same  quahty.  ,  ■      ,  , 

We  eiroect  that  the  pubhc  will  be  protected  by  the  provisions  of  a 
bill  like  this  and  we  have  no  intention  of  squeezing  out  anybody  wlio 
legitimately  can  use  the  word  Winchester,  not  for  a  m  ment. 

The  Chaieman.  Mr.  Commissioner,  what  substantial  ad^antago 
is  there  to  the  people  of  the  country  in  having  a  restriction  such  as 
we  have  at  the  present  time  on  the  issuance  of  a  trade-mark  ot  a 
commercial  name?  What  protection  do  we  afford  the  public,  and 
«fter  all,  the  public  is  the  most  interested  party  and  they  are  t^he 
people  we  are  seeldng  to  protect  by  limiting  the  issuance  of  the  trade  - 
marte,  so  that  they  can  not  be  issued  where  the  name  is  descriptive 
of  an  article  or  where  it  is  geographical.  In  other  words,  if  an  nsti- 
tution  deares  to  go  into  the  business  of  manufacturmg  sometiung 
And  their  'rade  name  is  descriptive  of  it  or  they  have  a  geographic 
name,  if  they  are  willmg  to  invest  theb-  money  and  go  along  and 
build  up  a  business,  what  is  the  reason,  the  fundamental  reason,  for 
imposing  aU  these  resta-ictions  upon  them?  Why  would  it  not  be 
right  for  them  to  come  in  ?  Why  do  we  want  to  limit  it  i  1  be 
proposition  of  having  use  is  probably  aU  right;  it  is  a  question  of 
time  on  that.  But  why  do  we  throw  these  restrictaons  around  it 
«nd  have  so  much  controversy  over  the  trade-mark? 

Mr.  Newton.  It  is  simply  this.  It  is  different  for  different  words. 
Take  Winchester,  for  example.  The  common-law  statiw  is  tHat 
everybody  in  the  town  of  Winchester  or  m  the  section  of  country 
known  as  Winchester  has  a  right  to  say  that  their  goods  are  made  at 
Winchester.  You  can  not  keep  them  from  saymg  that  and  ougM 
not  to  keep  them  from  saying  it.  That  is  the  reason  we  refuse  to 
register  geographical  terms.  We  could  not  allow  a  man  to  monopo- 
lize the  word  "Boston"  for  shoes. 

The  Chairman.  That  is  all  right  for  that  point. 
Mr.  Newton.  That  is  the  geographic  objection.  As  to  the  de- 
scriptive word,  we  say  that  everybody  has  a  right  to  say  what  then- 
goods  are.  For  mstance,  the  Du  Fonts  want  to  say  that  they  have 
made  black  dyes.  We  can  not  let  them  monopolize  the  word 
^ 'black  "  for  dyes.  We  could  not  register  the  word  'black  in  dyes. 
•  The  Chairman.  That  is  true.  ^   ■  « 

Mr.  Newton.  It  is  for  the  protection  of  the  trade  m  the  use  ot 
ordinary  English  words,  and  we  ought  not  to  cut  them  off  from  it. 
Consequently  we  refuse  to  register  descriptive  wrads  or  geographic 
words,  and  in  regard  to  a  name  the  supposition  was  that  anybody 
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named  Smith  would  be  allowed  to  do  business  under  the  name  of 
Smith.  We  could  not  register  the  word  Smith  as  a  trade-mark  and 
give  exclusive  use  of  it  to  any  one  Smith. 

The  Chairman.  That  is  a  family  name,  but  take  sometliing  that  is- 
descriptive  of  an  article. 

Mr.  Newton.  Take  black  for  dyes.  Suppose  a  man  comes  to  me 
and  wants  to  register  the  word  black.  We  could  not  register  the 
word  black  for  dyes. 

The  Chairman.  No. 

Mr.  Newton.  We  could  not  register  any  descriptive  word  for  dyes; 
green,  for  example.  We  have  a  case  in  New  York;  appealed  it  up 
there  to  the  court  of  appeals  upon  the  word  ''infallible"  for  powder, 
which  the  Du  Pont  Co.  has.  We  refused  ''infallible"  for  powder 
because  it  is  descriptive.  It  means  that  your  powder  will  always 
explode  even  though  damp  or  off  color. 

The  Chairman.  That  would  be  a  case,  I  should  say.  Why  should 
there  be  any  limitation  on  that  ? 

Mr.  Newtox.  Because  we  say  it  is  descriptive.  Anybody  else  has 
a  right  to  say  their  powder  is  ^infallible.  Therefore  we  will  not  let 
them  monopolize  it  by  registering  it.    We  can  not  keep  them  from  it.. 

The  Chaikman.  That  is  so. 

Mr.  Newton.  But  the  10  years  provided  under  the  present  statute, 
supposing  a  man  had  use. 

The  Chairman.  This  is  really  the  first  hearing  we  have  had  for  a 
long  time  on  trade-marks  to  go  into  that  ({uestion  at  all.  That  is  one 
reason  I  would  like  to  have  the  record  show  it. 

Mr.  Newton.  The  sup])osition  of  the  legislatin-e  in  passing  the  1905 
statute,  giving  us  the  right  to  register  any  word  which  is  in  use  for  10 
years,  is  sometimes  these  trade-marks  get  to  have  what  is  called 
secondary  significance— that  is,  even  though  it  is  descriptive,  even 
though  it  mav  be  geographical,  it  is  knowji  so  well  in  the  countrjr 
that  everybody  knows  it  as  a  mark  of  a  certain  man,  and  under  that 
supposition  we  allov^-ed  them  to  register  it  under  that  10-year  clause 
of  the  statute.  It  has  been  in  use  so  long  tliat  everybody  knew  who 
was  the  maker  of  it,  and  even  though  it  could  not  be  registered,  even 
though  it  was  descriptive  or  geographic  we  have  registered  it. 

The  Chaikman.  Have  you  quite  a  large  registry  of  automobile 
names  ? 

Mr.  Newton-  Oh,  yes;  a  very  large  one.  They  are  nearly  all  reg- 
istered. 

The  CiiAiRMAx.  I  notice  there  is  an  Oakland  automoMe.  Has 

that  ever  been  registered  ? 

Mr.  Newton.  Yes,  sir;  Oakland  is  registered. 

The  Chairmax.  Still  there  are  a  lot  of  Oaklamls  in  this  country, 
Mr.  Newtox.  I  know  there  are.  We  registered  it  on  the  ground 
that  the  word  Oakland  had  reached  a  point  where  everybody  ki\ew 
the  Oakland  automobile,  and  it  had  a  secondary  meaning  that  was 
so  much  greater  than  the  geographic  meaning  that  it  ought  to  be 
registered. 

The  Chairman.  You  have  had  to  take  into  consideration  the  facts 
as  to  the  name. 
Mr.  Newtox.  Yes. 

Mr,  Merritt.  That  is  under  the  10-year  clause. 
The  CHAQUifAN.  X  knew  that« 
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Mr  Nbwton.  It  is  quite  true  tliat  some  trade-marks  after  an  ex- 
tensive use  get  a  secondary  signification  so  much  greater  than  the 
name  of  the  little  town  that  it  liappened  to  stand  for.  The  court  of 
appeals,  however,  has  gone  to  the  extreme  m  registering  geographic  . 

Thev  have  refused  to  register  Orange  Grove  ( ?) .    There  was 
oiilv  one  of  them  in  tiiis  country  and  that  had  two  houses  in  it 

The  CHAmMAN.  You  say  that  you  have  sometlung  you  have 
drawn  up  as  an  amendraent  to  this  bill. 

Mr.  Newtow.  Yes.  . 

Mr.  Johnson.  What  I  had  m  mind  was  an  instance  sucli  as  tins. 
The  Aetna  name  is  applied  now  to  the  Aetna  Explosive  C  n.  Assume 
that  there  is  an  Aetna  dye  company  which  has  been  m  existence  for 
10  years  or  upwards.  Recently  there  has  become  known  an  Aetna 
Explosive  Co  Now,  the  Aetna  Explosive  Co.  has  determined  no 
Wer  to  manufacture  explosives.  It  mtends  to  use  its  plant  and 
mSufacturing  establishments  to  go  into  the  dye  business.  Now 
if  the  original  Aetna  dye  company  is  registered  as  a  trade  name,  will 
you  permit  the  Aetna  Explosive  Co.  to  use  the  word  Aetna  on 
dves  which  it  may  make  ?      .  ,  ^ 

Mr.  Newton,  It  was  the  successor  of  the  other  Aetna  company, 

it  ^ 

^Mr,  Johnson.  It  was  not  the  successor  of  the  original  Aetna  com- 
pany but  it  b  the  Aetna  Explosive  Co.  which  no  longer  is  going  to 
make  explosives. 
Mr,  Nbwton.  The  same  oi^anization  ? 
Mr.  Johnston.  No,  sir:  a  separate  and  distinct  company. 
Mr.  Nbwton.  No;  I  would  not  let  them,  in  view  of  the  adverse 
interests  of  the  other  party.    The  other  party,  in  other  words,  ecu  d 
come  in  and  oppose  their  registration  and  we  would  adjudge  tliem  to 
be  the  owner  of  tbe  mark  if  they  first  used  it.    This  does  not  give  a 
man  the  right  to  register  irrespective  of  whether  anybcdy  else  has 
registered  or  not.   This  is  only  an  amendment  to  the  IJiOo  statute, 
^ch  provides  for  settling  all  questions  of  controvelsy  ^^  here  the 
real  right  of  the  mark  exists.   This  statute  will  only  apply  to  those 
people  who  have  no  adverse  rights,  no  superior  adverse  rights,  but  it 
will  give  us  tbe  right  to  register  these  words  whereas  now  we  can  not 
register  them,  so liat  these  people  can  get  their  marks  i^egistered. 

1  understood  yesterday  that  yoiir  objection  to  this  bill  was  that  it 
was  too  restricfive-it  was  oifly  applied  to  a  v«y  smaU  class  of 

^^e  CHAiBMAN.  I  wanted  to  get  that  other  thing  fixed  in  mv  mind. 
You  say  it  would  not  in  this  case;  about  the  ease  of  the  Aetna  Powder 
Co  ? 

Mr.  Newton.  Let  me  understand  the  facts  of  Mr.  Johnston's  case 
Mr.  Johnston.  I  wiU  state  it  as  briefly  as  I  can.  For  a  number  of 
years  past,  upward  of  ten,  there  has  been  a  dye  manufactui  ing  com- 
Lnj  Lain  sB  the  Aetna  Dye  Co.,  and  its  dyes  have  been  stamped 
Wh  the  trade-mark  Aetna,  and  recmtly  or,  at  least,  dunng  the  wai 
period  there  has  sprung  up  a  large  corporation  known  as  the  Aetna 
Explosive  Co.,  which  is  a  s^arate  and  distinctly  entity  from  the  Dj  e 
company,  in  fact,  a  new  corporation.  That  companj  has  gone  into 
the  hands  of  the  receiver,  as  it  develops,  and  receivers  have  been 
operating,  and  as  there  is  no  occasion  for  manufacturmg  explosives 
on  the  ^tensive  scale  that  they  have  been  domg  dunng  the  war  thft 
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receivers  are  trying  to  conclude  what  is  the  beit  way  of  employing 
that  plant.  It  is  assumed  tiiej  deteraiined  to  go  tnio  the  dye  busi- 
ness. They  have  been  using  the  word  Aekia  explosives  for  four  or 
five  years  now.  If  they  want  to  go  into  the  dye  business^  can  they 
redster  that  word  Aetna  and  stamp  it  on  dyes  ? 

Mr.  Nbwton.  Not  at  all,  if  the  other  company  had  previously  used 
it  on  dyes. 

Ihe  Chairman.  What  is  th^  in  this  bill  7157  to  prevent  th^ 
'  from  doing  so? 

Mr.  Newton.  This  bill  is  only  a  part  of  the  main  trade-mark  bill, 
wMch  provides  whenever  there  is  a  conflict — — 

The  Celairman  (int^o^ng).  I  know;  but  this  bill  is  an  amend- 
ment to  that. 

Mr.  NswTON.  It  is  an  amendment  to  a  part  of  that  bill.  It  does 
not  repeal  the  contest  clause  of  that  bill.  It  provides  tltat  wherever 
there  is  a  contest  between  two  piui^ies  as  to  who  owns  mark,  the 
office  shall  proceed  to  take  testimony. 

The  OHAmfifAN.  This  is  the  latest  word  in  legislation;  it  is  hereby 
•amended  by  adding  the  following  words  thereto: 

And  if  any  person  or  corporation  yhall  have  so  re<j;i-^t(Ted  a  mark  upon  the  ground 
of  said  use  for  10  years  preceding  February  20,  1905,  aH  to  certain  articles  or  classes 
of  articles  to  which  said  mark  shall  have  been  applied  for  Baid  period,  and  shall  have 

there ifter  and  subsequently  extended  hi«3  business  so  as  to  include  other  article^  not 
manufactured  by  said  applicant  for  ten  years  next  preceding  February  20,  1905, 
nothin;^  herein  shall  prevent  the  registration  of  said  trade-mark  in  the  additional 
classes  to  which  said  new  and  additional  articles  manufactured  by  said  person  or 
^cnrporation  diall  apply. 

Mr.  Newton.  That  is  rather  broad.  It  pri:)l)ably  ought  to  be  ex- 
plained by  saying  that  unless  there  are  adverse  interests,  it  shall  be 
settled  in  accordance  with  other  articles  in  this  bill, 

The  Chairman.  That  i^  the  point. 

Mr.  Merritt.  I  hare  here  this  section  5  to  w  hich  this  is  an  amend- 
ment, and  the  following  provision  covers  the  point  under  discussion: 

Provided,  That  trade-mark^  which  are  identical  with  a  re^'i  tored  or  known  trade- 
mark owned  and  in  use  by  another  and  appropriated  to  niercluindi  e  of  the  game 
descriptive  properties,  or  which  so  nearly  re?emble  a  rcKi-tered  or  known  trade-mark 
<>wned  and  in  u«e  by  another  and  appropriated  to  merchandi'^e  of  the  same  descriptive 
prop^tie^  as  to  be  likelv  to  cauee  conf u-ion  or  mistake  in  the  minds  of  the  public  or  to 
•deceive  purchaeers  shall  not  be  registered. 

That  is  in  the  third  paragraph* 

Mr.  Newton.  I  assume  that  that  paragraph  would  apply  to  this 
amwdment.  It  may  be  that  it  ought  to  be  amended. 

The  Chaisman.  I  have  to  again  remind  you  of  the  fact  that  I 
not  a  lawyer. 

Mr.  Newton.  I  am  glad  you  brought  that  out.  I  think  that  ought 
to  be  understood-  The  \wiy  the  law  has  been  amended  before  in 
several  of  these  statutes  is  to  amend  it  so  as  to  read  as  follows,  and 
we  could  do  that  here  in  the  same  manner. 

We  have  this  condition  as  regards  the  proposed  amendment  that 
Mr.  Parker  and  I  went  over  last  night  and  agreed  on,  that  if  this 
proposed  bill  be  made  a  part  of  the  present  trade-mark  bill,  this 
proposition  has  nothing  to  do  with  it,  because  I  proposed  to  put 
this  in  as  an  amendment  to  the  Pan-American  hill,  and  thus  to 
brin^  out  something  that  was  discussed  in  this  committee  yesterday. 
I  saw  the  typewritten  copy  of  the  discussion,  and  you  asked,  Mr. 
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Chairman,  and,  I  beheve,  some  of  the  other  gentlemen  discussed  it, 
why  should  not  we  register  those  marks  that  are  of  douhtful  validity 
and  let  them  go  on  and  get  then-  foreisfn  reo:istration;  put  them  on  the 
register — put  everything  on  the  register  that  anybody  wants  to  reg- 
ister without  any  exammation — and,  to  tell  you  the  truth,  I  do  not 
know  why  that  has  not  been  done.  It  has  been  talked  of  for  years  in 
the  office  and  among  trade-mark  people.  There  are  a  great  many 
trade-marks  that  we  will  not  register.  Take  some  of  the  automohile 
trade-marks,  perfectly  good  trade-marks,  and  the  trade  respects 
them,  but  we  will  not  register  them;  for  instance,  the  Detroit  Elec- 
tric. We  would  not  register  that,  or  the  Cadillac,  we  would  not  regis- 
ter that.  Detroit  is  a  name  of  a  town  where  all  these  things  are  made, 
and  we  say  that  anybody  who  makes  an  automobile  in  Detroit  has  a 
right  to  say  he  makes  it"^in  Detroit,  and  we  can  not  give  any  man  an 
exclusive  right  to  use  that.  Still,  the  man  ought  to  be  a])le  to  get  his 
foreign  registrations,  and  for  that  reason  I  propose  an  amendment  to 
the  biU  which  was  passed  by  the  House  yesterday,  and  1  thought  I 
would  mention  it  to  this  committm. 

The  Chaibman.  Is  it  your  purpose  to  draft  an  amendment  to  the 
bill  ^at  passed  the  House  yesterday  and  offer  it  in  the  Senate  or  let 
it  go  on  nis  bill  here  ? 

Mr.  Nbwton.  It  would  cover  this  bill  to  some  extent^  but  in  a 

general  way. 

The  Chaibman.  Could  it  all  be  included  ? 

Mr.  Newton.  There  was  some  difficulty  in  including  it  all.  It  was 
not  thou^t  to  include  it  all.  The  case  that  Mr.  Merritt's  bill  pro- 
poses to  cover  is  that  of  these  loxig  used  names.  That  ought  to  go 
under  the  present  trade-mark  statute  because  they  ought  to  be 
TOotected  if  there  is  any  protection,  because  the  present  trade-maric 
law  says  that  r^stration  is  prima  facie  evidence  of  ownership. 

The  Chairman.  If  you  could  make  it  general,  applying  throughout 
the  world,  instead  of  confining  it  to  parties  that  signed  that  conven- 
tlOTL  why  could  you  not  include  something  that  would  bring  them  in! 

Mr.  Nbwton.  This  is  a  regist^  that  they  make  it  from.  It  is  an 
indicaticm  of  ownership. 

Mr.  MERRrrr.  That  <mly  applies  to  South  America. 

Mr.  NfiWiOK.  ThB  €$ilj  reason  Hiej  want  this  r^iistration  is  ta 
allow  them  to  regmb«  alnroad. 

The  CHAmiiAN.  That  bill  that  passed  yesterday  only  appUed  to 
Central  or  South  Am^ca,  perhaps,  and  Cuba. 

Mr.  Nbwton.  That  is  true,  mm!  they  allowed  the  registration  of 
any  article. 

The  CsAmifAN.  As  far  as  tliat  convfaition  was  concemed,  do  you 

intend  to  amend  that  ?  j        i  r -n 

Mr.  Nbwton.  We  propose  an  am«idment  to  the  trade-mark  bill 

which  passed  yesterday  to  allow  registration  in  this  country  whetho" 

it  was  registered  abroad  or  not. 
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Mr.  Nbwton.  So  anybmiy  could  emue  m  herer  and  roister  any 
mark  they  wanted  to. 

The  CHAIRMAN.  If  you  are  going  to  ofiFer  an  amendment  of  that, 
general  charaet^,  why  not  include  the  provisdons  of  this  ? 

Mr,  Newton.  There  is  no  reason  whv  they  should  not  have  prima, 
facie  right  to  these  marks  and  this  bill  aoes  not  give  it  to  tftiem. 
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The  Chairman.  Could  ym  not  put  it  on  as  an  additional  section  ? 

Mr,  Newton.  No,  sir;  because  tne  bill  you  passed  yesterday  would 
put  these  names  on  ihe  register  and  not  give  them  any  prima  facie 
evid^ce  of  owner^p. 

The  Chairman,  (m  course,  a  new  section  could  be  attached  to  it 
in  the  Senate. 

Mr.  Newton.  Yes.   The  amendment  we  propose  is  this : 

AU  other  mark«  not  registerable  under  the  act  of  Fe'  ruarv  20,  1905  (as  amended), 
but  whidi  for  not  less  tiian  two  years  have  been  bona  fide  u  ed  in  interstate  or  foreign 
G<»nmearce,  or  commerce  with  Indian  tribes,  by  the  proprietor  Aereof,  up  n  or  in 
connection  with  any  good^  of  such  proprietor  and  upon  which  the  fee  of  $10  has  been 
paid  and  snrh  formalities  a?  are  prescribed  by  the  GonuniaeionQr  of  Patents  have 
been  complied  with,  may  be  registered. 

Anything  may  be  registered.  That  is  an  amendment  to  the  bill 
that  was  passed  yesterday.  That  bill  does  not  give  prima  fade 
validity  to  the  mark  that  is  registered,  the  bill  that  passed  yestmiay, 
and  this  amendment  does  not  give  it.  That  is  the  reason  we  put  this 
proposed  amendment  into  the  bill.  But  Mr.  Merritt's  bill  wants  to 
give  them  prima  facie  evidence  of  ownership,  so  we  put  thsA  under 
the  1905  statute  where  it  naturally  belongs. 

The  CHAreMAN.  You  probably  do  not  get  my  idea.  It  seems  to 
me  an  amendment  similar  to  that  could  l)e  attached  to  that  particular 
measure,  if  you  are  going  to  make  it  of  general  character  mstead  of 
confining  it  to  signatories  of  the  trade-mark  convention. 

Mr.  Newton.  The  only  reason  we  did  that  was  that  Mr.  Merritt's 
bill  wants  prima  facie  protection  which  is  already  given  in  sectioxi  5 
of  the  1905  statute. 

Mr.  Mekkitt.  The  chairman  is  now  talking  about  a  general  amend* 
ment  to  my  bill. 

The  Chait?man.  Figuring  that  we  want  to  get  action  on  these 
thii^  with  the  legislative  situation  here.  The  Pat^ts  Committee 
may  not  be  called  for  a  long  time  again,  and  unless  you  are  going  to 
get  it  under  suspension  of  the  rules  or  by  unanimous  consent,  this  is 
likely  to  fall  by  the  wayside.  I  am  looMng  at  the  mattw  m  expe- 
diency. 

STATBMEHT  OF  MX.  F.  S.  BBIOHT,  COIOBADO  BUIIDI17G, 

WASHIBGTOB,  D.  C. 

Mr.  Bkight.  I  surest  this,  that  what  you  have  just  said  is  abso- 
lutely correct.  It  would  be  a  very  great  service  n  this  committee 
could  rer^ort  Mr.  Merritt's  bill  and  then  rermit  ^ose  of  us  who  are 
interested  in  it  to  take  it  to  the  Senate,  as  you  have  suggested.  When 
the  Seiate  committee  begins  the  consideration  of  the  bill  that  was 
passed  yesterday,  then  ask  the  Senate  committee  to  add  to  that  bill 
as  an  additional  section  Mr.  Merritt's  bill.  It  would  then  carry  the 
approval  of  this  committee,  if  the  committee  sees  fit  to  approve  it, 
and  then  we  will  have  a  vehicle  through  which  it  can  get  through 
Congress.  When  the  bill  that  rasses  the  Senate  with  your  amend- 
ment to  it  be  sent  over  to  tlie  House,  the  only  thing  that  is  necessary 
is  for  the  chairmim  of  this  committee  to  concur  in  the  Senate  amend- 
ment, because  it  has  already  the  approval  of  this  committee. 
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The  C5HAIKMAN.  I  just  oflfered  that  as  a  suggestion,  not  that  we 
would  not  proceed  with  the  consideration  of  the  bill  upon  its  merits, 
inasmuch  as  you  intend  to  oSer  something  as  ^  amendment  U>  the 

Senate  committee,  ^  .  ^ 

Mr  Newton.  I  thought  it  would  be  courtesy  to  this  committee  to 

tell  tiem  that  I  would  ask  the  Senate  committee  to  consider  that. 
The  Chairman.  What  sort  of  an  amendment  would  you  suggest 

to  this  bill  of  Mr.  T^lerritt's  regarding  the  issue  of  time  ? 

Mr  Newton.  Mr.  Merritt  has  \mtten  that  in  there,  in  accordance 

with  my  suggestion,  at  the  end  of  his  bill,  as  follows:  ^  Mfter  said 

trade-mark  has  been  used  on  said  article  in  mterstate  or  ioreign 

conmierce."  .  ,  " 

The  CHAmMAN.  No  time  is  srecifaed  . 

Mr.  MEEBrrr.  I  did  not  put  in  the  time.   The  committee  can  put 

th  t  in 

Mr.  Campbell.  What  would  be  your  judgment  on  that,  Mr.  Com- 
missioner, as  to  time?  ,  .  i-  u  ^ 

Mr.  Newton.  It  is  thoroughly  arbitrary.  The  English  have  put 
two  years  on  their  bill,  and  when  we  came  to  special  privUeges  ol 
our  trade-mark  bill  we  require  10  years. 

Mr.  Campbell.  That  seems  unusually  long.  ^    ^  t* 

Mr  MBBErrr.  For  foreiffli  commerce  the  shorter  the  better,  li 
vou  are  going  to  shut  out  the  pirates,  do  not  give  them  too  long.  I 
Should  thi^m  looking  out  for  a  trade-mark  one  year  s  noUce  would 

^^m!^^iwrov.  I  would  say  oHe  year  would  be  sufficient  with  the 
amaunt  of  notice  we  have  given  them  now,  published  in  the  C  azette. 
They  have  notice  of  the  fact  that  the  things  have  gone  into  commerce. 
They  would  generally  catdi  onto  it  within  a  year  or  two  years,  at  the 

outside.  ,     -»r  If  -4.4. 

Mr.  Campbell.  Was  this  thing  submitted  to  vou  also,  Mr.  Merritt, 

to  offer  this  as  an  amendment  to  the  bill  passed  yesterday  ?   Do  you 

think  it  would  work  in  that  direction  ?  ^  .       ^  u  n 

Mr  MBBBrrr.  I  think  it  would  have  to  be  adapted  to  that  bill. 
The  theory  on  which  Mr.  Bright  spoke  was  if  the  committee  saw  ht 
to  reoort  Hus  bill  favorably,  thffli  we  could  go  to  the  Senate  and  say 
this  is  a  bill  which  has  bewi  reported. 

(Thereupon,  at  11.45  o'clock  p.  m.,  the  committee  adjourned.) 


